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Count 2 ^ 

A catalyst useful in addition polymerizations comprising the following 
components: 

a) A metal coordination complex corresponding to the formula: 




Cp* M 




(X)n 



wherein: 

M is a metal of group 4 of the periodic table of the elements; 

Cp* is a cyclopentadienyl or substituted cyclopentadienyi group bound in an ri^ 

bonding mode to M; 

Z is a moiety comprising boron, or a member of group 14 of the periodic table of 
the elements, and optionally sulfur or oxygen, said moiety having up to 20 non- 
hydrogen atoms, and optionally Cp* and Z together from a fused ring system; 

X independently each occurrence is an anionic ligand group or neutral Lewis 
base ligand group having up to 30 non-hydrogen atoms; 

N is 0, 1 , 2, 3, or 4 depending on the valence of M; and 

Y is an anionic or nonanionic ligand group bonded to Z and M comprising 
nitrogen, phosphorus, oxygen or sulfur and having up to 20 non-hydrogen atoms, 
optionally Y and Z together form a fused ring system; and 

b) an alkylaluminoxane activating cocatalyst. 

or 

A catalyst system comprising: 

(a) a Group IV B transition metal component of the formula: 



^ The Redeclaration Notice (Paper No. 229, p. 1) deleted original Count 1 and substituted Count 2. 
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L 



(JR'z-2) 



or 



(C5H4-xf^x ) 



(JR'z-2) 




T 



wherein "M" is Zr, Hf or Ti; 

(C5H4.xRx) is a cyclopentadienyl ring which is substituted with from zero to four 
substituent groups "R", "x" is 0, 1 , 2, 3, or 4 denoting the degree of substitution, and 
each substituent group "R" is independently, a radical selected from a group consisting 
of C1-C20 hydrocarbyl radicals, substituted C1-C20 hydrocarbyl radicals wherein one or 
more hydrogen atoms are replaced by a halogen atom, C1-C20 hydrocarbyl-substituted 
metalloid radicals wherein the metalloid is selected from the Group IV-A of the Periodic 
Table of Elements, and halogen radicals or (C5H4-xRx) is a cyclopentadienyl ring in 
which two adjacent "R" groups are joined forming a C4-C20 ring to give a saturated or 
unsaturated polycyclic cyclopentadienyl ligand; 

(JR z-2) is a heteroatom ligand in which "J" is an element with a coordination 
number of three from Group V-A or an element with a coordination number of two from 
Group Vl-A of the Periodic Table of Elements, each "R"' is a radical selected from a 
group consisting of C1-C20 hydrocarbyl radicals, substituted C1-C20 hydrocarbyl radicals 
wherein one or more hydrogen atoms is replaced by a halogen atom, and "z" is the 
coordination number of the element "J"; 

each "Q" is, independently any univalent anionic ligand or two "Q'"s are a 
divalent anionic chelating ligand, provided that "Q" is different from (C5H4-xRx); 

"y" is 0 or 1 when V is greater than 0; "y" is 1 when "w" is 0' 

"T" is a covalent bridging group containing a Group IV-A or V-A element; 

"L " is a neutral Lewis base where 'V is a number from 0 to 3; 

"M'" has the same meaning as "M"; and 

"Q'" has the same meaning as "Q"; and 

(B) an alumoxane. 
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The parties' claims which correspond to Count 2 are:^ 

> Canich's '438 patent: claims 1-7; 

> Canich's reissue application: claims 1-8; and, 

> Stevens' '403 application: claims 5 and 6. 




HUBERT C. LORIN 
Administrative Patent Judge 



^ See the Redeclaration Notice (Paper No. 229, p. 8). 
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Attorneys for Junior Party: 

W. Edward Bailey et aL 
FISH & NEAVE 
50^^ Floor 

1251 Avenue of the Americas 
New York, NY 1 0020 

Attorneys for Senior Party: 

Douglas N. Deline 

The Dow Chemical Company 

Patent Department 

1790 Washington Street 

Midland, Ml 48641 



The opinion in support of the decision being entered today was not 
written for publication and is not binding precedent of the Board. 

Paper No. 526 

UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE BOARD OF PATENT APPEALS 

AND INTERFERENCES 

JO ANN M. CANICH 
Junior Party, 

V. 

JAMES C. STEVENS, FRANCIS J. TIMMERS, 
DAVID R. WILSON. GREGORY F. SCHMIDT, 

PETER N. NICKIAS, ROBERT K. ROSEN, 

GEORGE W. KNIGHT and SHIH-YAW LAI 

Senior Party. 

Patent Interference No. 102,955 
JUDGMENT 

Before CAROFF, METZ, and LORIN, Administrative Patent Judoes . 
LORIN, Administrative Patent Judae . 

Having decided all the issues properly raised by the parties in their briefs 
(see the Board's Final Decision (paper no. 524), and in view of the Redeclaration 
(paper no. 525)), we now enter judgment in this interference pursuant to our authority 
under 37 CFR§ 1.658(a). 
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Accordingly, on this record, we hold the following; 
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As to the subject matter of the count, judgment is entered in favor of junior party, 
Jo Ann M. Canich and judgment is awarded against senior party James C. Stevens, 
Francis J. Timmers, David R. Wilson, Gregory F. Schmidt, Peter N. Nickias, Robert K. 
Rosen, Gregory W. Knight and Shih-Yaw Lai. 

Jo Ann M. Canich, the junior party, is entitled to claims 1-7 of their patent 5,055,438, 
all corresponding to Count 2. 

Jo Ann M. Canich, the junior party, is entitled to claims 1 -8 of their reissue 
application 07/963,833, all corresponding to Count 2. 

James C. Stevens, Francis J. Timmers, David R. Wilson, Gregory F. Schmidt, 
Peter N. Nickias, Robert K. Rosen, Gregory W. Knight and Shih-Yaw Lai, the senior party, 
are not entitled to a patent containing claims 5 and 6 of their application 07/ 545,403, all 
corresponding to Count 2. 




BOARD OF PATENT 
APPEALS 
AND 
INTERFERENCES 




Administrative Patent Judge 



2 



Interference No. 102,955 



Attorneys for Junior Party: 

W. Edward Bailey et al. 
FISH & NEAVE 
50*" Floor 

1251 Avenue of the Americas 
New York, NY 10020 

Attorneys for Senior Party: 

Douglas N. Deline 

The Dow Chemical Company 

Patent Department 

1 790 Washington Street 

Midland, Ml 48641 




The opinion in support of the decision being entered today was not 
vwitten for publication and is not binding precedent of the Board. 
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UNITED STATES PATENT AND TRADEIVIARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 

AND INTERFERENCES 



JO ANN M. CANICH MAILED 

Junior Party\ 

SEP 2 8 2001 

V. 

PAT &T.M. OFRCE 

JAMES C. STEVENS, FRANCIS J. TIMMER8?ARD0FPATENTAPPEALS 
DAVID R. WILSON. GREGORY F. SCHMIDT. ANDlNTEnFEF.Ef— 

PETER N. NICKIAS. ROBERT K. ROSEN, 
GEORGE W. KNIGHT and SHIH-YAW LAI 

Senior Party^. 



Patent Interference No. 102,955^ 



On Brief^ 



Before CAROFF. METZ, and LORIN, Administrative Patent Judges . 
LORIN. Administrative Patent Judge . 



^ Application 07/533.245, filed on June 4. 1990, now U.S. Patent No. 5,055,438, issued Octobers, 1991; 
and, Application 07/963,833 for reissue of U.S. Patent No. 5,055.438, filed October 20. 1992. Assigned 
to Exxon Chemical Patents. Inc., a company wholly owned by Exxon Corporation. 

^ Application 07/545,403. filed July 3, 1990. Assigned to The Dow Chemical Company. 

^ This interference is related to interference 102,953 on which a Final Decision was mailed on December 29, 
2000. 



Final Hearing was waived. 
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This is a Final Decision in the interference proceeding involving Canich Patent 
No. 5,055,438. filed on June 4, 1990, and Reissue Application 07/963.833 filed October 
20, 1992; and. Stevens et ai. (Stevens) Application 07/545.403, filed July 3. 1990. 

Stevens has been accorded the benefit of an earlier filing date.^ Accordingly, 
Stevens is designated the senior party in this interference. 37 CFR §§ 1 .657 and 
1.601(m), 

Count 2^. the sole count at issue, defines the interfering subject matter/ 

Count 2 

A catalyst useful in addition polymerizations comprising the following 
components: 

a) A metal coordination complex corresponding to the formula: 



^ Canich's '438 patent has been accorded the benefit of the September 13, 1989 filing date of earlier 
Canich application 07/406,945 (now abandoned). 

Canich's "833 reissue application has been accorded the benefit of the September 13, 1989 and June 4, 
1990 filing dates of earlier Canich applications 07/406,945 (now abandoned) and 07/533.245 (now U.S. 
Patent 5.055,438, issued Octobers. 1991), respectively. 

Stevens* '403 application has been accorded the benefit of the August 31, 1989 filing date of earlier 
Stevens* application 07/401,344 (now abandoned). 

See the Redeclaration of the interference (Paper No. 229); made pursuant to a decision on preliminary 
motions (Paper No. 227). 

® The Redeclaration Nbtice (Paper No. 229, p. 1) deleted original Count 1 and substituted Count 2. 



^37 CFR §1.601(0. 
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-Y 



Cp* 



M 



\ 



(X) 



n 



wherein: 

M is a metal of group 4 of the periodic table of the elements; 
Cp* is a cyclopentadienyl or substituted cyclopentadienyl group bound in an 
bonding mode to M; 

Z is a moiety comprising boron, or a member of group 1 4 of the periodic table of 
the elements, and optionally sulfur or oxygen, said moiety having up to 20 non- 
hydrogen atoms, and optionally Cp* and Z together from a fused ring system; 

X independently each occurrence is an anionic ligand group or neutral Lewis 
base ligand group having up to 30 non-hydrogen atoms; 

N is 0, 1 , 2, 3, or 4 depending on the valence of M; and 

Y is an anionic or nonanionic ligand group bonded to Z and M comprising 
nitrogen, phosphorus, oxygen or sulfur and having up to 20 non-hydrogen atoms, 
optionally Y and Z together form a fused ring system; and 

b) an alkylaluminoxane activating cocatalyst. 



or 



A catalyst system comprising: 

(a) a Group IV B transition metal component of the formula: 




(JR'z-2) 



or 
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.(C5H4-xRx) {JR'z-2) 




(JR'z-2) {C5H4-xRx) 



wherein "M" is Zr, Hf or Ti; 

(C5H4-xRx) is a cyclopentadienyl ring which is substituted with from zero to four 
substituent groups "R", "x" is 0, 1 , 2, 3, or 4 denoting the degree of substitution, and 
each substituent group "R" is independently, a radical selected from a group consisting 
of C1-C20 hydrocarbyl radicals, substituted C1-C20 hydrocarbyl radicals wherein one or 
more hydrogen atoms are replaced by a halogen atom, C1-C20 hydrocarbyl-substituted 
metalloid radicals wherein the metalloid is selected from the Group IV-A of the Periodic 
Table of Elements, and halogen radicals or (C5H4.xRx) is a cyclopentadienyl ring in 
which two adjacent "R" groups are joined forming a C4-C20 ring to give a saturated or 
unsaturated polycyclic cyclopentadienyl iigand; 

(JR'z.2) is a heteroatom Iigand in which "J" is an element with a coordination 
number of three from Group V-A or an element with a coordination number of two from 
Group Vl-A of the Periodic Table of Elements, each "R"' is a radical selected from a 
group consisting of C1-C20 hydrocarbyl radicals, substituted C1-C20 hydrocarbyl radicals 
wherein one or more hydrogen atoms is replaced by a halogen atom, and "z" is the 
coordination number of the element "J"; 

each "Q" is, independently any univalent anionic Iigand or two "Q"'s are a 
divalent anionic chelating Iigand, provided that "Q" is different from (C5H4-xRx); 

"y" is 0 or 1 when "w" is greater than 0; "y" is 1 when "w" is 0' 

T' is a covalent bridging group containing a Group IV-A or V-A element; 

"L " is a neutral Lewis base where "w" is a number from 0 to 3; 

"M"' has the same meaning as "M"; and 

"Q"' has the same meaning as "Q"; and 

(B) an alumoxane. 
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The parties* claims which correspond to Count 2 are: 

> Canich's '438 patent: claims 1-7; 

> Canich's reissue application: claims 1-8; and, 

> Stevens' *403 application: claims 5, 6, 24, 27 and 28. 

The parties filed the following Briefs and Reply Briefs: 

CB^ Canich Brief (redacted), filed November 8, 1 999 (Paper No. 507) 
SB Stevens Brief (redacted), filed December 1 0, 1 999 (Paper No. 51 0) 

CRB Canich Reply Brief (redacted), filed February 4, 2000 (Paper No. 512) 

Canich filed a Record and Exhibits (Paper No. 472 and 473, respectively). ^° 

Stevens filed a Record and Exhibits (Paper Nos. 450 and 451 , respectively).^^ 

The issues presented for our decision in the parties' briefs include Canich's 

priority case and other issues^^. We will address the priority issue first, followed by a 



See the Redeclaration Notice (Paper No. 229, p. 8). 

® Hereinafter, the Briefs and Reply Briefs will be designated by these abbreviations followed by page 
number. 

^° Hereinafter designated as OR and OX followed by page and exhibit number, respectively. 
Hereinafter designated as SR and SX followed by page and exhibit number, respectively. 

The parties have provided the following Statements of the Issues: 

Canich's Statement of the Issues (CB xviii-xix) 
1 . Has Canich demonstrated that it is entitled to priority on Count 2 by a preponderance of the 

evidence based on actual reductions to practice prior to^ Stevens' eariiest filing date of August 31 , 

1989? 

3. Must Canich's reissue claims in its reissue '833 application be amended to moot Stevens' 
arguments? 

Stevens' Statement of the Issues (SB xxxviii) 
1 . Has Canich proven by credible evidence that she actually used a catalyst or catalyst system of the 

5 
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discussion of other issues raised by the parties in their briefs.^^ No issue of no 
interference-in-fact has been raised. 

PRIORITY 



It is not the burden of the Board to scour the record, research any legal theory 
that comes to mind and serve generally as an advocate for a party. Compare Ernst 
Haas Studio. Inc. v. Palm Press. Inc. . 164 F.3d 110, 112, 49 USPQ2d 1377, 1379 
(2d Cir. 1999). Accordingly, in making our determination as to priority we have 
reviewed only those specific facts, issues, and arguments of the parties relied upon in 
their briefs. See 37 CFR §§ 1 .656(b)(5) and(b)(6).''* 

Stevens has been accorded senior party status and Canich has not challenged that 



count prior to Stevens' effective filing date? 
2. Has Canich proven by credible evidence that she perfonmed sufficient testing to recognize the 
catalyst or catalyst system of the count and attribute the observed polymerization to the catalyst 
system recited by the count? 

7. Should the Board allow Stevens to add claims 121-128, which moot many of Canich's 
unpatentability arguments? 

8. Are Stevens claims 121-128 patentable? 

10. Do Stevens' claims that require non-alumoxane cocatalyst define a separately patentable 
invention? 

1 1 . Is the titanium subgenus separately patentable? 

Matters not raised in a parties' brief are ordinarily regarded as abandoned. Photis v. Lunkenheimer . 
225 USPQ 948 (Bd. Pat. Int. 1984). 

37 CFR § 1 .656(b)(5) requires: 
[A] statement of the facts, in numbered paragraphs, relevant to the issues presented for decision with 
appropriate references to the record. 

37 CFR § 1 .656(b)(6) requires: 
[A]n argument, which may be preceded by a summary, which shall contain the contentions of the party 
with respect to the issues it is raising for consideration at final hearing, and the reasons therefor, with 
citations to the cases, statutes, other authorities, and part of the record relied on. 

6 



( 

^ 



Interference No. 102.955 



status. Therefore, as the junior party. Canich has the burden of proof of establishing 
priority. 

Stevens relies solely on a priority date of August 31 , 1989 as its proof of a 
constructive reduction to practice (SB xxviii). Accordingly, Canich is under a burden of 
proof to establish a date of invention prior to August 31 , 1989. Canich must establish that 
either it actually reduced to practice the invention of the count before August 31 , 1989, or it 
first conceived the invention prior to that date and proceeded with reasonable diligence 
from a time just prior to the opponent entering the field toward a reduction to practice, either 
actual or constructive. 35 U.S.C. § 102(g). Haskell v. Coleboume . 671 F.2d 1362, 1365, 
213 USPQ 192, 194 (CCPA 1982). 

Canich^^ seeks only to establish priority based on an actual reduction to practice of 

the invention of the count prior to August 31 , 1 989. 

In an interference proceeding, a party seeking to establish an actual 
reduction to practice must satisfy a two-prong test: (1 ) the party constructed an 
embodiment or performed a process that met every element of the interference 
count, and (2) the embodiment or process operated for its intended purpose. 

Eaton V. Evans . 204 F.3d 1094, 1097, 53 USPQ2d 1696, 1698 (Fed. Cir. 2000).'® The first 



Citing a number of decisions, Canich states that it must "establish by a preponderance of the evidence 
that at least a single species within the count of the invention claimed in the junior party's patent 
application was reduced to practice prior to the earliest filing date [i.e., August 31 , 1 989] that the senior 
party is entitled to the benefit of relative to the interference count" (CB 40). 

"[A] party cannot obviate the initial requirement that a constructed embodiment include every element 
of the count through evidence that the embodiment operated for its intended purpose, regardless of the 
quality of such evidence. Put simply, these are two distinct requirements and a party must satisfy each 
one to establish an actual reduction to practice." Eaton v. Evans . 53 USPQ2d 1696, 1699 (Fed. Cir. 
2000). 

7 
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prong of the test requires a showing of both an actual preparation and a recognition of the 
embodiment of the count and the second prong of the test requires a showing of a 
recognition of a specific practical utility for that embodiment.^' Furthermore, an inventor's 
testimony must be corroborated by independent evidence in order to establish an actual 
reduction to practice. Knorr v. Pearson . 671 F.2d 1368, 1373, 213 USPQ 196, 200 (CCPA 
1982), citino Reese v. Hurst . 661 F.2d 1222, 1225, 211 USPQ 936, 940 (CCPA 1981). 

"With regard to the first prong, this Court's well-established precedent requires that 
the constructed embodiment ... include the precise elements recited in the count," Eaton v. 
Evans . 204 F.3d at 1097, 53 USPQ2d at 1698 (Fed. Cir. 2000). Canich urges that it 
"presented evidence concerning twelve mono-Cp compounds used in over 1 30 
polymerization experiments in combination with an alunrioxane cocatalyst, which amounts to 
over 1 30 reductions to pradjc^ before §tey^^^^ filing date of August 31 , 1 989" (CB 

2) and focuses our attention on the actual reduction to practice of a catalyst system 
including compound AZ and methylalumoxane (or 'MAO') (see CB 44-57).^° According to 
Canich (CB 44), 



"[R]eduction to practice requires a showing of three elements: (i) production of a composition of matter 
satisfying the limitations of the count, (ii) recognition of the composition of matter, and (iii) recognition of 
a specific practical utility for the composition." Estee Lauder v. L'Oreal S.A. . 129 F.3d 588, 592, 
44 USPQ2d 1610, 1613 (Fed. Cir. 1997), citing Standard Oil Co. Indiana) v. Montedison . S.P.A., 
494 F. Supp. 370, 206 USPQ 676, 689 (D.Del. 1980). afild, 664 F.2d 356, 212 USPQ 327 (3rd Cir. 
1981), cert, denied . 456 U.S. 915 (1982). 

For this reason, we view Canich's alleged reduction to practice of AZ as representative of all the 
alleged reductions to practice (e.g., of BZ. CZ, EZ. FZ, GZ, HZ, IZ, IZ2, JZ, and KZ - see CB 31). 

8 
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The cxjmpound that Canich made first was compound AZ, which has the 
chemical name: dimethylsilyl(tetramethylcyclopentadienyl)t-bLitylamido 
zirconium dichloride; and the chemical fomnula: Me2Si(Me4C5)(N4-butyl)ZrCl2. 

Canich provides a side-by-side comparison of the catalyst system involving AZ and MAO 

with the subject matter of Count 2 (CB 45-47). It is apparent to us, and Stevens does not 

dispute it, that a catalyst system with AZ and MAO is a species within the scope of Count 2 

and includes the precise elements recited in the count. Therefore, a catalyst system 

involving AZ could be relied upon as an actual reduction to practice of the invention in 

interference if. with respect to a catalyst system with AZ and MAO, Canich can satisfy the 

two-prong test. 

Reduction to practice is a legal question based on underlying factual determinations. 

Fujikawa v. Wattanasin . 93 F. 3d 1559, 1564, 39 USPQ2d 1895, 1899 (Fed. Cir 1996). 

Canich's burden with respect to the facts in trying to prove an actual reduction to practice of 

AZ IS one of a preponderance of the evidence . 37 CFR § 1 .657(b). Where "the burden is ... 

one of a preponderance of the evidence, then appellant's allegations of fact need be 

supported only by a preponderance of the evidence," Paivinen v. Sands . 339 F.2d 217, 

222, 144 USPQ 1,6 (CCPA 1964). 

"[A] preponderance of the evidence ... standard ... only requires the fact 
finder *to believe that the existence of a fact is more probable than its 
nonexistence before [he] may find in favor of the party who has the burden to 
persuade the Dudge] of the fact's existence.' [citing In re Winship . 397 U.S. 
358,371-72(1970)]." 
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Bosies V. Benedict . 27 F.3d 539, 542, 30 USPQ2d 1862, 1864 (Fed. Cir. 1994). ^ 

Accordingly, in order for Canich to prevail, it must establish that, more probable than 
not, prior to August 31 , 1989, the inventor or someone on the inventor's behalf (1 ) 
constructed a catalyst system with AZ and MAO, by showing that (a) AZ and a catalyst 
system of AZ and MAO were actually prepared and (b) that the compound that was 
prepared was recognized as AZ and the catalyst system of AZ and MAO was recognized 
as such, and (2) recognized a specific practical utility for catalyst system. Canich*s 
testimony in support thereof must be corroborated. We discuss each of these issues in 
turn: actual preparation, recognition, utility, and corroboration. 

In determining whether Canich has met its burden of proving an actual reduction to 
practice with respect to a catalyst system with AZ and MAO, we take into account Stevens* 
arguments. Stevens disputes that Canich actually made even one mono-Cp compound 
within the count (SB 98), and, even if Canich did, "Canich failed to perform the analytical 
studies necessary to establish the identity of a new compound of the type at issue here" 
(SB 76), and "Canich's alleged polymerization experiments do not demonstrate the 



Compare with the definition given in 5 CFR § 1201 .56(c)(2) [revised January 1 , 2000] for the 
preponderance of the evidence standard in adnainistrative proceedings under the IVIerit Protection 
Systems Board [cited in Jackson v. Veterans Admin. . 768 F.2d 1325, 1329 (Fed. Cir. 1985)]: 
Preponderance of the evidence. The degree of relevant evidence that a reasonable person, 
considering the record as a whole, would accept as sufficient to find that a contested fact is more 
likely to be true than untrue. 
See also St. Paul Fire & Marine Insurance Co. v. United States . 6 F.3d 763. 769 (Fed. Cir. 1993) which 
states that the "'preponderance of the evidence* formulation is the general burden assigned in civil cases 
for factual matters" and defines "preponderance of the evidence in civil actions to mean 'the greater 
weight of evidence, evidence which is more convincing than the evidence which is offered in opposition 
to it' [quoting Hale v. Department of Transportation . 772 F.2d 882, 885 (Fed. Cir. 1985)]." 
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successful use of a catalyst system comprising an alumoxane and any of the intended 

F 

mono-Cp metal cxDmplexes to polymerize olefins or any other recited monomer." (SB 98). 
And furtliermore, according to Stevens (SB 99), Canich has failed to show corroboration. 

Actual Preparation 

To establish actual reduction to practice of a catalyst system of AZ and MAO, 
Canich must prove '*that the inventor actually prepared the composition and knew it would 
work." Mikus v. Wachtel [II]. 542 F.2d 1157, 1159, 191 USPQ 571, 573 (CCPA 1976). 

There is no dispute that, on four separate occasions, Canich prepared a compound 
that Canich alleges to be AZ. According to Canich (CB 22-25), preparation of a compound 
alleged to be AZ, was first begun on August 16, 1988 and completed on August 25-26, 
1988. The compound was also prepared a second (completed September 23, 1988; CB 
36), third (September 28-29, 1988; CB 37) and fourth (completed October 20, 1988; CB 38) 
time. Each of these preparations occurred prior to Stevens' August 31 , 1989, priority date. 

The August 16-26, 1988 preparation of AZ, which we take as representative, is 
discussed in detail in Canich's Brief at pp. 22-25, including the equipment used (CB 22), 
the starting materials (CB 23), and the reaction and precipitation conditions (CB 23-25). 
We reproduce the steps in the process of preparing AZ as they are described in Canich*s 
Brief: 

• "On August 16, 1988, Dr. Canich 

• reacted 230 mis. of degassed n-butyl-Li ...(purchased from Aldrich Chemical) with 40 mis of degassed 
NH2-t-butyl ... (also purchased from Aldrich) in pentane using Schlenk techniques and 

• obtained LiHN-t-butyl [1] and the by-product butane." CB 23. 
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• "On August 1 7. 1 988. Dr. Canich 

• purified the resultant conripound by removing the solvent via vacuum in the drytx>x and 

• ran a proton NMR experiment ... [which NMR spectmm] is dean, showing peaks at the appropriate 
chemical shifts." CB 23. 

• "Starting on August 19. 1988 and finishing on August 22. 1988, Dr. Tumer and Mr. Matthew 

• reacted C5Me40 with LiAIhU in diethylether by adding 60.5 grams of C5Me40 dropwise to 235 cc of 
IJAIH4 in 500 cc of diethylether using a dropping funnel. 

• The solution was refluxed for thirty minutes and 

• then hydrolyzed by adding 100 ml of water dropwise through the dropping funnel. 

• The mixture was then cautiously added to a cold, aqueous 1 0% sulfuric acid solution. 

• The ether layer was separated out. and 

• the mixture was reduced to about 250 ml by evaporation. 

• To this solution, with stimng was added dropwise 1 ml of concentrated sulfuric acid, 

• The mixture was stinBd for 3 hours and 

• after additional woric-up. Dr. Tumer and Mr. Matthew obtained C5Me4H2. 

• The supporting NMR spectmm shows the appropriate peaks. 

• Straightforwardly. Me4C5H2 [2] was reacted with n-butyl-U to obtain C5Me4HU [3]." CB 23-24. 

• "On August 23. 1 988, Dr. Canich 

• reacted 10 grams of C5Me4HU [3] ... [from Dr. Tumer] with 10 ml MeaSiCb (purchased from Aldrich) . 
in tetrahydrofuran CTHP) using Schlenk techniques to obtain 15.13 grams of Me2Si(C5Me4H)CI [4]." 
CB 24. 

"On August 24, 1988. Dr. Canich 

• purified the resultant product by removing LiCI and 

• evaporating offthe solvent." CB 24. 
"On the same day, Dr. Canich 

• obtained a proton NMR spectrum on the product [and] 

• recorded that the NMR looks goodV CB 24. 
"On August 24, 1988. still the same day, Dr. Canich 

• reacted 10 grams ... of Me2Si(C5Me4H)CI [4] (from above) by adding it dropwise to 3.68 grams ... of 
NHLi-t-butyl [1] (from above) in about 100 ml of THF. 

• Dr. Canich removed the solvent. 

• precipitated out and 

• filtered off LiCI. 

• Dr. Canich added ether and 

• then 0.095 mole of MeLi dropwise to obtain 7.93 grams of [Me2Si(C5Me4)(N-t-butyl)]Li2 [5]." CB 24. 
"On August 25, 1988. Dr. Canich 

• isolated the compound 

• and a proton NMR spectrum was taken on the product. ... The NMR had 'some bubbling', but 
otherwise shows the existence of the appropriate compound." CB 24. 

"On August 25, 1988. Dr. Canich 

• suspended 1.13 grams ... of [Me2Si(C5Me4)(N-t-butyl)]Li2 [5] (from above) in about 100 ml of benzene 
and 

• slowly added 1 .Og ... of ZrCU (purchased from Cerac, Inc.). 

• After stimng ovemight, 

• Dr. Canich filtered the mixture to dryness 

• and then extracted it with pentane and 

• placed the solution in the refrigerator at -40°C. 
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• After filtration, Dr. Canich obtained 0.25g of Me2Si(Csl\4e4)(N-t-butyl)ZrCl2 [6] (compound AZ as yellow 
solid." CB 25. 

• On August 26, 1988, Dr. Canich 

• recrystallized the product a second time (extraction) and obtained yellow crystals. 

• Two proton NMR spectrums of the compound were taken. 

• The first was taken before the second recrystallization, and shows presence of the desired 
compound and two major peaks that should not be there. 

• The second NMR spectrum was taken after second recrystallization ... and shows all the proper 
* peaks." CB 25. 

• On the same day that compound [6] was obtained (August 26, 1 988), and 

• on the same laboratory notebook page. 

• Dr. Canich dissolved the 'remains from the side of the good flask* in toluene. 

• added 1 ml of methylalumoxane (obtained from a colleague (Dr. Weibom)) and 

• bubbled ethylene through the solution. 

• Dr. Canich ot>served the fonmation of polyethylene." CB 25. 

• Compound [6] was used to prepare 'stock catalyst* solutions, which were used for several laboratory 
reactor polymerization experiments from September 1 , 1 988 through September 9, 1 988." CB 25. 

Canich (CB 25) maintains that the process described above was an actual 
preparation of the compound AZ. Stevens disagrees. Stevens (SB 64-66) takes the 

20 

position that the result of this process, as well as the other attempts , is not AZ but other 

unintended compounds. Stevens (SB 65-66) argues that the process Canich used did not 

actually prepare AZ because it contained certain flaws in its execution: 

... there are four basic flaws in the manner in which Canich attempted to 
synthesize the compounds of the count. These flaws apply to each alleged 
actual reduction to practice. First, Canich added reagents in the incorrect 
order Second Canich added reagents in incorrect ratios. Third, Canich's 
synthesis experiments were heavily contaminated with impurities. And last, 
Canich failed to employ the correct analytical procedures necessary to 
establish the identity and purity of the metal complexes she prepared. ... 
these errors strongly point to the aeation of unintended and unrecognized 
compounds such as bis-Cp metal complexes, rather than compounds 
corresponding to the count. 



"As explained by Dr. Marks, there are four basic flaws in the manner in which Canich attempted to 
synthesize the compounds of the count. These flaws apply to each of the alleged actual reductions to 
practice," SB 65. 
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The four flaws in Canich's preparation of AZ that Stevens alleges to have occurred 
are the only flaws Stevens raises for our consideration. Accordingly, but for these four 
flaws, Stevens would appear to concede that the August 16-26, 1988 process described 
supra could in fact actually prepare AZ. We now analyze each of these flaws to see if the 
process described supra , more likely than not, prepared AZ rather than "unintended and 
unrecognized compounds such as bis-Cp metal complexes." 

■ 

Stevens: Flaw #1 - Canich Added Reagents In The lncx)rTect Orde r 
Stevens argues that Canich committed two errors involving adding reagents in the 
incorrect order. 

With respect to the first error, our attention is directed to this step^^ in the August 
16-26. 1988. process (see supra ): 

• On August 24, 1988, still the same day, Dr. Canich 

• reacted 1 0 grams ... of Me2Si(C5Me4H)CI [4] (from atx)ve) by adding it dropwise to 3.68 grams ... of 
NHLi-t-butyl [1] (from above) in about 100 ml of THF. 



We refer to the particular action taken during the actual August 1 6-26, 1 988 preparation of AZ that 
corresponds to "step 2" of the synthetic route thought of by Canich (see footnote 22). That particular 
action occurred on August 24, 1988. 
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According to Stevens (SB 67): 

The first obvious synthesis mistake occurred in step 2.^^ As Dr. Marks 
explained, Canich apparently added the silyl chloride compound dropwise to 
a solution of the lithium amide compound at room temperature. This 
procedure was incorrect because it resulted in a local excess of the lithium 
amide salt. As explained by Dr. Marks, the following unintended compounds 
are likely to be created under such conditions: [see SB 68-71]. 

Stevens is arguing that Canich produced a local excess of the lithium amide salt when it 

dropwise added Me2Si(C5Me4H)CI to NHLi-t-butyl. 

Canich disagrees. Canich does not dispute that a "local excess of the lithium amide 

salt" could be a problem in successfully obtaining AZ. However, according to Canich (CRB 

113), the "local excess" condition was avoided as a result of "using a slowly dissolving 

ligand in dilute conditions". 

Another technique used by chemists is to carefully select the solvent 
for the reaction and the amount of solvent relative to the reactant. If a solvent 
is chosen so that reactant A is fully dissolved in the solvent, but reactant B 
dissolves into the solvent only at a slow rate, a reaction between A and B will 
occur as slowly (or only as quickly) as reactant B dissolves into the solvent. 
... A variation of this technique was used by Canich in conjunction with the 



Stevens is referring to a synthesis route that Canich has stated it thought of in making AZ. 

According to Canich (OB 7-8). Dr. Canich sought to make a zirconium analog of a compound 
made by Prof. John E. Bercaw (i.e., Me2Si(C5Me4)(N-t-butyl)ScCI). Around April 21, 1988, Dr. Canich 
thought of Me2Si(C5Me4)(N-t-butyl)ZrCl2 (later known as compound AZ) and a way of making it. At the 
same time. Dr. Canich thought of a different but similar compound (Me2Si(C5H4)(N-t-butyl)ZrCl2)) and a 
synthesis route for this second compound - which was: 

(1) NaCp + MejSiCb --> CpSiMe2CI + NaCI 

(2) CpSiMesCI + LiHN-t-Bu -> CpSiMe2HN-t-Bu + LiCI 

(3) CpSiMe2HN-t-Bu + 2 Li-n-Bu --> LiCpSiMe2NU-t-Bu + 2 Bu 

(4) LiCpSiMe2NLi-t-Bu + ZrCU --> t-BuNSiMe2CpZrCl2 + 2 LiCI 

"The route of synthesis that Dr. Canich thought of for compound AZ was the same, except that the 
starting compound was not NaCp, but was the lithium salt of tetramethylcyclopentadiene or LiHC5Me4." 
CB 8, fact 10. 
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synthesis of Compound AZ. Canich avoided the 'local excess' issue by 
following a known route for preparing the ligand and by using a slowly 
dissolving ligand in dilute conditions. CRB 1 1 3. 

Canich is arguing that there was no"local excess" of the lithium amide salt as a result of the 

dropwise addition of the Me2Si(C5Me4H)CI to NHLi-t-butyl in 100ml of THF. 

Accordingly, Stevens and Canich are taking opposite positions on whether a "local 
excess" of the lithium amide resulted from Canich's dropwise addition of the 
Me2Si(C5Me4H)CI. A simple solution for resolving this argument would have been to 
conduct an experiment whereby Me2Si(C5Me4H)CI is dropwise added to NHLi-t-butyl in 
1 00ml of THF and see if a "local excess" of the lithium amide salt would or would not occur. 
However, the panel is not equipped to perform such an experiment. Accordingly, we rely 
on evidence submitted by the parties. In this regard, it is Stevens who raises the issue. 
Therefore, it is incumbent on Stevens to show that a "local excess" of lithium amide salt 
would more likely than not have been obtained when Canich dropwise added 
Me2Si(C5Me4H)CI to NHLi-t-butyl. That has not been done. 

Stevens presents no experimental evidence demonstrating that Dr. Canich, in 
performing this step in the process, could not, as Canich asserts, have produced 
Me2Si(C5Me4)(N-t-butyl)Li2. Instead, Stevens (SB 67, footnote 287) directs us to the 
Declaration of Dr. Tobin J. Marks (SR 162-295) wherein Dr. Marks makes statements to the 
effect that "it is my opinion that other compounds ... would likely be formed in addition to the 
intended compound" (see, for example, SR 172, paragraph (43)). 
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Dr. Marks (SR 172-173) states that 

For step 5 (a) [the step at issue here] ... while the intended cx)mpound was 
Me2Si(Me4C5){N-t-butyl)]Li2 ... it is my opinion that other compounds such as ... 
would likely be formed in addition to the intended compound. Additionally, 
compounds such as ... could also be present. Here ... the improper addition of the 
cyclopentadienyl compound dropwise to the solution of LiHN-t-Bu would have 
resulted in a large local stoichiometric excess of the lithium salt. Unintended 
compounds that are likely to form based upon the local stoichiometric excess of 
LiHN-t-Bu and its reaction with other reagents are shown below [Dr. Marks provides 
a diagram of the possible unintended compounds resulting from a "local excess"]. 

Dr. Marks attempts to cast a doubt on Canich's process by raising the possibility that 

other unintended compounds were produced when Canich performed the step of dropwise 

adding Me2Si(C5Me4H)CI to NHLI-t-butyl. However. Dr. Marks concludes rather than 

demonstrates that '*the improper addition of the cyclopentadienyl compound dropwise to the 

solution of LiHN-t-Bu would have resulted in a large local stoichiometric excess of the 

lithium salt". Dr. Marks does not explain how Canich improperly added the 

cyclopentadienyl compound and why a "local excess" of the salt would have necessarily 

formed. There is no evidence that a dropwise addition of Me2Si(C5Me4H)CI to NHLi-t-butyl 

per se produces a "local excess" of lithium salt. Furthermore, it is mere speculation as to 

whether a "local excess" that might have been formed would result in only unintended 

compounds. First, there is no evidence that unequivocally shows that unintended 

compounds were actually made. Second, even if true and, as Dr. Marks submits, Canich 

obtained unintended compounds, this does not establish that Canich did not also obtain 

Me2Si(C5Me4)(N-t-butyl)]Li2. Both unintended compounds and Me2Si(C5Me4)(N-t-butyl)]Li2 
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could have been obtained and therefore, given that Me2Si(CsMe4)(N-t-butyl)]Li2 is an 
intermediate in AZ's preparation, it still would have been possible for AZ to have been 
prepared by Canich's August 16-26, 1988, process. 

Accordingly, Stevens does not make a persuasive argument that an error was made 
when Canich performed the step of making Me2Si(C5Me4)(N-t"butyl)]Li2. 



We reach the same conclusion with respect to the second alleged error raised by 
Stevens. The second alleged en^or, according to Stevens, involves the reaction conditions 
Canich employed in conducting the final step of synthesizing Me2Si(C5Me4)(N-t-butyl)ZrCl2 
(compound AZ). This step of Canich's August 16-26, 1988 process is at issue: 

• "On August 25, 1988. Dr. Canich 

• suspended 1 .13 grams ... of [Me2Si(C5Me4)(N-t-butyl)]Li2 [5] (from above) in about 100 ml of benzene 
and 

• slowly added I.Og ... of ZrCU (purchased from Cerac, Inc.)." 
According to Stevens (SB 71-72), 

Canich made a second error in developing the protocol for Canich's 
step 4.^^ This is intended to add a single bidentate ligand (the "CpSiMe2N-t- 
Bu" in Canich's chart) to each metal to produce the intended bridged metal 
complex as the dichloride (the "t-BuNSiMe2CpZrCl2" in Canich's chart). Once 
again, however. Canich selected reaction conditions unlikely to make the 
intended compound and, thus, this provides a second independent basis for 
the conclusion that Canich failed to prepare the intended metal complexes. 

As Dr. Marks explained, appropriate conditions must be chosen in 
step 4 to avoid surrounding the metal Group 4 tetrachloride with a local 
stoichiometric excess of the dianion ligand. Otherwise, the likely result is the 
formation of unintended bis-Cp complexes. The reaction conditions chosen 
by Dr. Canich in all of the experiments at issue resulted in just such a local 



See footnote 22. 
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excess of the dianion ligand reagent. Because the dianion reagent was 
partially, or in some instances completely, dissolved in the solution prior to 
the slow addition of the metal tetrahalide, the most likely product of Dr. 
Canich's procedures would be bis-Cp complexes even if she used the correct 
mono-Cp ligand reagent. Indeed, Dr. Canich's selected conditions are exactly 
those employed when one intends to make.bis-Cp complexes. 

Stevens is arguing that, during the final step of synthesizing Me2Si(C5Me4)(N-t- 
butyl)ZrCl2, "the dianion reagent was partially, or in some instances completely, dissolved in 
the solution prior to the slow addition of the metal tetrahalide" and that this had the effect of 
producing "a local excess of the dianion ligand reagent". SB 72. Only if the dianion 
reagent was partially or completely dissolved could there be a local excess of dianion 
ligand reagent and only if there is a local excess of dianion ligand reagent could 
unintended compounds be formed. 

While Canich does not dispute that either a "local excess" of dianion ligand might be 

produced if [Me2Si(C5Me4)(N-t-butyl)]Li2 was partially/completely "dissolved" or that a "local 

excess" of dianion ligand would have been detrimental to the production of AZ, Canich 

(CRB 114-115) disputes that [Me2Si(C5Me4)(N-t-butyl)]Li2 was "dissolved". According to 

Canich, the [Me2Si(C5Me4)(N-t-butyl)]Li2 was " suspended" not "dissolved", thereby 

precluding both the formation of a "local excess" of dianion ligand and resulting 

nonintended compounds. 

Stevens says that "appropriate conditions must be chosen in step 4 to 
avoid surrounding the metal Group 4 tetrachloride with a local stoichiometric 
excess of the dianion ligand" .... Stevens goes on to say that Dr. Canich 
chose the wrong conditions. However, ... , Dr. Canich used the technique of 
carefully choosing her solvent and its amount so that the dianion ligand was 
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"suspended" in the solvent "Suspended" means not dissolved. Thus, 

as Dr. Canich added the ZrCU, the ZrCU was able to react only with the 
dissolved dianion ligand, which was a very small amount. Thus, it was not 
possible to have a "local excess" of the dianion reagent as Stevens asserts. 
CRB 117-118. 

As with the first alleged error, there is no experimental evidence that would help the 
panel resolve the issue. Stevens provides no experimental evidence showing that Canich 
"dissolved" rather than "suspended" [Me2Si(C5Me4)(N-t-butyl)]Li2. We have no concrete 
evidence showing the formation of a "local excess" under the reaction conditions used by 
Canich; that is, whenever one "suspends" 1.13 grams of [Me2Si(C5Me4)(N-t-butyl)]Li2 in 
about 100 ml of benzene. 

Instead, Stevens (SB 72, footnotes 305 and 306) directs our attention to the 
following Canich exhibits (Paper No. 473). We quote the relevant language from each of 
the exhibits Stevens cites: 

• CX 1 276 at 41 : "suspended in . . . EtzO" 

• CX 1 373 at 1 39^": "suspended in ~1 00 ml benzene" 

• CX 1 373 at 1 45: "added to ~ 1 00 ml toluene" 

• CX 1 373 at 1 49: "mixed into ~1 00 ml ET2O" 

• CX 1 373 at 1 61 : "mixed into ~1 00 ml ET2O" 

• CX 1 400 at 3: "suspended in - 1 00 ml Et20" 

• CX 1 400 at 4: "suspended in ~ 1 00 ml Et20" 

• CX 1 400 at 8: "suspended (largely dissolved) in ~ 1 00 ml Et20" 

• CX 1 400 at 9: "suspended (largely dissolved) in ~ 1 00 ml Et20" 

• CX 1400 at 29: " diooo l vod suspended in - 50 ml Et20" 

• CX 1 400 at 34: "began to dissolve/become suspended in the Et20" 

• CX 1 400 at 35: "suspended in ~ 30 ml Et20" 



The entire sentence reads: 

LiMe4CpSiMe2N(t-Bu)Li (1.1 3g = 3^4.29 mole) was suspended in ~ 100 ml benzene. I.Og (4.29 
mole) ZrCU was slowly added. The mixture tumed a dark yellow upon addition. 
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. CX 1 400 at 37: "suspended in ~ 1 00 ml EtzO" 

• CX 1 400 at 40. "suspended ... in ~ 1 00 ml Et20" 

• CX 1 400 at 42: "suspended in - 50 ml Et20" 

• CX 1 400 at 43: "suspended in ~ 50 ml Et20" 

• CXI 400 at 55: "suspended in Et20~^""" 

• CX 1 400 at 56: "suspended in Et20 

• CX 1 400 at 60: "suspended in ~ 30 ml Et20" 

• CX 1 400 at 61 : "suspended in ~ 50 ml Et20" 

• CX 1 400 at 62: "suspended in 40 ml Et20" 

• CX 1400 at 63: "suspended in Et20 (-50 ml)" 

• CX 1400 at 71: "suspended in ~1 20 ml Et20" 

• CX 1400 at 72: "suspended in -120 mi Et20" 

• CX 1 276 at 39: "diluted in approx 75ml of the solvent, Et20" 

• CX 1 276 at 44: "dissolved in ~ 75 ml of the solvent Et20" 

• CX 1 276 at 45: "dissolved in - 75 ml of the solvent EtaO" 

Only exhibit CX 1 373 mentions benzene. Accordingly, only CX 1 373 corresponds to 
the step in Canich's August 1 6-26, 1 988 process that is at issue here. However, nowhere 
in the CX 1 373 does it state that the ligand was "dissolved". It states, as Canich argues, 
that the ligand was "suspended". There is nothing in this exhibit to suggest that the 
"suspended" ligand was in fact "dissolved" in benzene. 

The other exhibits (e.g., CX 1400) involve solvents other than benzene and do not 
suggest that Canich in fact dissolved the ligand. Only CX 1276 at 44-45 unequivocally 
indicates that Canich "dissolved" the ligand. However, in that preparation, 4 g of ligand 
were "dissolved" in ~ 75 ml of Et20. This compares with the 1 . 1 3 grams of ligand that was 
added to 100 ml of benzene in Canich's August 16-26, 1988, process. It is not at all clear 
that an analogy can be made to the August 1 6-26, 1 988 process based on the ligand's 
tendency to dissolve or suspend in the Et20. Given that Stevens provides no explanation 
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as to why one would view Et20 and benzene as equivalent alternatives, comparing these 
two syntheses, which use different amounts of ligand and solvent as well as different types 
of solvent, is tantamount to comparing apples and oranges. Accordingly, these exhibits do 
not provide the necessary support for the argument Stevens has made that Canich 
"dissolved", rather than "suspended", the ligand when it conducted the August 16-26, 1988 
preparation. Therefore, Stevens' argument that Canich produced a "local excess" of 
dianion ligand is based on mere speculation. Accordingly, Stevens' does not provide a 
persuasive argument that Canich formed unintended compounds rather than AZ. 

Stevens makes two other arguments with respect to this second error. 

First, relying on Dr. Marks (SR 179-180), Stevens (SB 72) argues that "appropriate 

conditions must be chosen in step 4 to avoid surrounding the metal Group 4 tertrachloride 

with a local stoichiometric excess of the dianion ligand." In that regard, we point out that all 

that Dr. Marks (SR 1 79) states is that 

Specifically, for step 7(a) of the chart in ^36 [SR 168], above, while the 
intended compound was AZ, Me2Si(Me4C5)(t-BuN)ZrCl2, ... it is my opinion 
that many unintended bis(cyclopentadienyl) compounds would, in fact, be the 
products formed from this reaction procedure. The reason for this is that 
Canich improperly added the ZrCU to the solution of the alleged dianion 
reagent which resulted in a large local stoichiometric excess of this reagent. 
This large local stoichiometric excess of ligand would result in the formation 
of many unintended bridging ligand complexes. 

There is nothing here but opinion and conclusory statements. There is no concrete 

evidence to persuade us that Canich produced a "large local stoichiometric excess of 
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ligand." 

Second, Stevens (SB 73) argues that "the formation of bis-Cp zirconium ... metal 
complexes, following the synthesis procedures used by Dr. Canich, has been fully 
documented in the literature." One example is, according to Stevens, Du Plooy et al.^^ 
However, there is no indication in this reference of a step of "suspending" 
[Me2Si(C5Me4)(N-t-butyl)]Li2 in benzene. We therefore cannot conclude, as Stevens has, 
that this step in Canich's process could produce only unintended bis-Cp complexes and not 
AZ. 

Stevens argues that Canich cornmitted errors involving adding reagents in the 
incorrect order in two different steps in Canich's preparation of AZ. For the foregoing 
reasons, we are not persuaded that the evidence shows that Canich more likely than not 
committed these errors, thereby j!|aRord^^^^ ability to prepare AZ when it conducted the 
steps described supra for its August 16-26, 1988 preparation. 

Stevens: Flaw #2 - Canich Added Reagents In Incorrect Ratios 

Stevens argues that Canich used starting materials in the wrong ratios. According 

to Stevens (SB 75-76): 

Another problem with Canich's technique results from the fact that the 
starting compounds used in Canich's syntheses can combine in the intended 
way, or in unintended ways, depending on the ratios of the starting materials 
employed. The use of improper. ratios results in the formation of impurities in 



Karen E. Du Plooy, Ulrich Moll, Sigrld Wocadio, Werner Massa, and Jun Okuda, "Coordination 
Properties of Novel Tridentate Cyclopentadienyt Ligands in Titanium and Zirconium Complexes," 
Organometallics 1995, 14, 3129-3131. See SX 1570. 
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each of the synthetic steps. These impurities can thereafter combine with 
reagents used in subsequent steps to produce cascades of unintended metai 
complexes. An example of Dr. Canich's improper procedure includes the 
method that she used with lithium alkyls. Dr. Canich explained that lithium 
alkyi solution was simply added until the solution turned brown. As explained 
by Dr. Marks, Dr. Canich's technique resulte^l jn the presence of a large 
excesses of methyl lithium. Because methyl lithium is a known reducing 
agent, the excess of methyl lithium likely resulted in the reduction of the metal 
complexes present. This too would have resulted in the formation of 
unintended metal complexes that are outside the scope of the count. Again, 
the application of appropriate analytical techniques would have revealed the 
mistake and changes in procedure could have been implemented. 

In arguing that Canich used starting materials in the wrong ratios, it is unclear which 
starting materials Stevens is referring to. Stevens refers to Dr. Canich's use of lithium 
alkyls but it is unclear how this applies to the August 16-26, 1988 preparation that is being 
analyzed here. Stevens does not explain what the proper ratios for this or any other 
starting material should have been: Accordingly, it is impossible to determine if this alleged 
error was committed during the August 1 6-26, 1 988 preparation. 

We note Stevens' argument that Dr. Canich used an improper technique when she 

added a lithium alkyI solution. However, Stevens never explains in what way the technique 

was improper. Stevens refers to statements made by DrHVIarks (SR 166), for example: 

In addition, many of Canich's synthetic experiments specifically indicate that 
a stoichiometric excess of lithium alkyI reagent was employed. Lithium alkyls 
are known to reduce the oxidation state of Group 4 metals. Thus, 
stoichiometrically excess lithium alkyls are likely to result in the formation of 
greater than expected amounts of paramagnetic species, such as Hf(lll), 
Ti(lll) or Zr(lll) compounds. 

However, Dr. Marks does not actually state that Dr. Canich's technique was improper. Dr. 
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Marks states that a "stoichiometric excess of lithium alky! reagent" was employed and then 
Speculates that unintencled compounds may have been produced. There is no evidence 
that Dr. Canich's technique was improper per se and that, as a result, Canich's August 16- 
26, 1988 preparation could not have synthesized AZ but rather could have synthesized 
only unintended compounds. 

Stevens argues that Canich committed an error involving reagents in the wrong 
ratios. For the foregoing reasons, we are not persuaded that the evidence shows that 
Canich more likely than not committed this error, thereby jeapordizing its ability to prepare 
AZ when it conducted the steps described supra for its August 16-26, 1988 preparation. 

Stevens: Flaw #3 - Canich's Svnthesis Experiments Were Heavilv Contaminated 
Stevens argues that Canich's synthesis experiments were contaminated and as a 

result, there is no guarantee that Canich actually prepared, for example, AZ. According to 

Stevens (SB 76): 

In attempting to synthesize the metal complexes required here, most of the 
steps must be conducted in an inert atmosphere, such as that provided by an 
efficient drybox. The evidence showed that Canich's dryboxes were 
contaminated with oxygen, water and other impurities. Indeed, Dr. Burkhardt, 
a scientist at the same Exxon research facility and one of Canich's experts 
here, identified not only oxygen and water, but also carbon monoxide, cariDon 
dioxide, sulfur compounds and acetylene as possible impurities. 

The evidence on which Stevens relies in support of its argument is presented in 

Stevens' Brief at SB 78-85. According to Stevens: 

• Most of Canich's synthesis work took place in Dr. Canich's drybox (SB 81 ^142; relying 
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on CR 7553-68); 

• 'The mono-Cp metal complexes at issue here are known to be very unstable in the 
presence of contaminants," (SB 78 11138, relying on SR 150-51, SR 8672-75, 8712-13, 
CR 10272); 

• 'The evidence shows that Canich's drybox was contaminated" (SB 83 ^1 46; relying on 
SR 248-54); "Indeed, the evidence points to the fact that Canich's dryboxes were highly 
contaminated," (SB 781|138, relying on CR 1789-93; SR 1503-07; CR 1975-76; SR 
272-73); 

> "For example, the evidence showed that the inlet and exit ports for the inert gas 
source were both located on the back wall of the drybox, at the same height, 
separated by only two feet. This situation creates a 'short circuit' problem in the 
drybox, a problem that leads to increased contamination firom, for example, leaks in 
the drybox," (SB 82 111 45; relying on CX 597; SX 1 561 ); 

> "Canich noted bubbling in several experiments in which a solution was prepared of a 
sensitive complex, pointing to the reaction of the compound with water and the 
release of a gas such as methane," (SB 83 1|146; relying on CR 16-18; CX 1373; SR 
172-74); 

> "Canich even recorded in her notebook that a compound stored in a sealed vessel 
in her drybox decomposed visibly within an hour," (SB 83 11146; relying on CR 1975- 
76; CX1400); 

> "Canich also noted the presence of impurities in her NMR spectra," (SB 83 11146; 
relying on CR 1783-84; 1908-09; 1963-69; 8357-61; 8411-26; 3056; 3103-04; 3124- 
3131-32; SX1568); 

> "Canich also admitted that her drybox was 'heavily full of ether*," (SB 83 HI 46; 
relying on CR 1789-93; SR 1503-07); 

> "Canich repeatedly used chlorinated solvents and reagents in her drybox," (SB 84 
K148; relying on CR 4097-4102); 

> "Volatile compounds can also be introduced ... In recognition of this problem, 
researchers keep reagents iri Sure/Seal™ bottles ... Canich apparently used 
ordinary bottles for this reagent, rather than Sure/Seal™ bottles, resulting in certain 
contamination of her drybox atmosphere," (SB 80 11141 ; relying on SX 1589); 

> "contamination by laboratory air results in much higher levels of contamination by 
oxygen than by water. Canich's own expert, Dr. Schrock, identified the possible 
contamination levels as sufficient to 'rapidly destroy" a 5 mmol sample (about 2 
grams) of the metal complex at issue," (SB 79 HI 39; relying on CR 4098-12); 

> "Volatile components can enter the drybox ... by diffusion ... leaks ... cracks ... 
opening the inner door...," (SB 80 1(140; relying on SR 251-52, CR 4097-98); 

• "Canich ... did not take the appropriate measures to ensure that her drybox atmosphere 
was free of contaminants that would have destroyed any mono-Cp compound that was 
present," (SB 78 11138, relying on SB 79-85 11139-51); 
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> "Canich alleges that the purification bed called a "Dri-Train would have removed 
all contaminants from her drybox atmosphere. However ... purification beds [must] 
be periodically regenerated and replaced. The need to regenerate or replace the 
purification beds can be determined by monitoring the levels of contamination 
[especially, according to Stevens, that of oxygen]," (SB 78 11138); 

> "Canich ... did not monitor the oxygen levels in her drybox. At best, Canich 
monitored the water levels. ... However, simply monitoring contamination by water is 
an insufficient check on the amount of oxygen contamination in the drybox 
atmosphere because, as stated above, oxygen is a more common contaminant ... 
and the capacity for its removal is lower," (SB 84 1(149, relying on CR 7548-49, 
7577-78. 7803-04, 4032, 7595, 7599, 4094-98; SR 3960-62); 

Canich responds by arguing that "Dr. Canich and her laboratory assistants followed 

good laboratory practices when dealing with the air and moisture sensitive compounds at 

issue here" (CRB 37; see also CRB 120)). According to Canich (see, e.g., CRB 41), 

Stevens' assertions that Canich's dryl)oxes were contaminated are mere speculation. 

According to Canich (CRB 44^5), 

The Exxon dryboxes were always properly operated, either in a recirculating 
mode through Dri-trains™or in a continuous purge mode using high purity 
nitrogen. ... almost all of Canich's dryboxes were equipped with moisture 
meters, some were equipped with oxygen meters, and in every case 
chemical tests for oxygen and moisture were standard procedure when 
instrumental methods were not used. ... All Exxon dryboxes that used high 
purity nitrogen obtained it from the same source ... Therefore, any 
conceivable oxygen contamination from nitrogen is effectively monitored by a 
single oxygen meter on the nitrogen supply or in a drybox using nitrogen 
purge. Any conceivable oxygen contamination from atmospheric intrusion 
into a drybox would be accompanied by contamination by atmospheric 
moisture. Therefore, any conceivable oxygen contamination from the ambient 
atmosphere is effectively monitored by monitoring the moisture level in each 
drybox. As a result, effective monitoring for water and oxygen contamination 
in Exxon's dryboxes would require at a minimum the monitoring for oxygen of 
the nitrogen supply at a single point and the monitoring of moisture in each 
drybox. In actual fact, the Exxon experimenters went beyond this minimum to 
monitor for oxygen and moisture in each drybox by instrumental methods or 
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by chemical methods, or by both. 
Accordingly, the parties take divergent views with respect to whether Canich, in 
performing, for instance, the August 16-26, 1988 synthesis, used a contaminated drybox. 
Both parties appear to agree, however, that a contaminated drybox could hamper the 
synthesis of AZ. 

None of the evidence that Stevens presents establishes that Canich used dryboxes 
so contaminated that no AZ could possibly be prepared. There is disagreement as to 
whether any contamination existed within the dryboxes. In this regard, Stevens has not 
provided any experimental evidence of the levels of contamination that would result from 
each of the problems that Canich might have encountered. Accordingly, Stevens' 
assertions that Canich conducted experiments in a contaminated drybox is based on 
speculation. But even if Stevens were correct and a conclusion of contamination could be 
made based on, for example, the Canich evidence (SB 83 1|1 46) showing that Dr. Canich 
herself indicated the presence of impurities, the question is not whether there was 
contamination per se but whether there was contamination sufficient to prevent the 
formation of compound AZ. That has not been shown. 

The question is whether Canich actually prepared AZ. In answering the first prong 
of the test for determining an actual reduction to practice, Canich must show by a 
preponderance of the evidence that AZ was actually prepared. Canich cannot show by a 
preponderance of the evidence that AZ was actually prepared if, as Stevens urges, the 
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drybox was contaminated to a level that prevented AZ from being made. Accordingly, the 
question of contamination becomes important only if we know, first, the actual amount of 
contamination in the drybox that Canich used and, second, the maximum allowable level of 
contamination that would have to be present to prevent AZ from being synthesized. Only 
by comparing the actual to the maximum allowable levels of contamination can one 
determine whether Canich actually prepared AZ in light of any contamination of the drybox. 
However, there is no evidence of the specific level of contamination that was present in 

w 

Canich's drybox. There is also no evidence of the level of contamination that would have 
been necessary to prevent AZ from being formed. Since this information has not been 
provided, it is impossible to detennine whether, when Canich performed its August 16-26, 
1988 preparation, Dr. Canich used her drybox in a manner such that Canich was prevented 
from making AZ. 

There is also the matter of whether Dr. Canich's use of a "Dri-Train™" removed all 
contaminants from her drybox atmosphere. Stevens does not dispute that Canich used a 
"Dri-Train™" and does not show that this is either improper or insufficient. Stevens explains 
that purification beds must be pehodically regenerated and replaced to be effective and that 
monitoring the levels of contamination must still be performed. But Stevens does not 
demonstrate that Canich did not do so. Stevens is merely pointing out the difficulties 
surrounding the purification of dryboxes without spelling out in what manner Canich failed 
to do so. Accordingly, we are not persuaded that whatever atmospheric contamination did 
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exist, Canich did not properly and satisfactorily employ a Dri-Train to remove it. . 

Stevens argues that Canich's synthesis experiments were contaminated and, as a 
result, there is no guarantee that Canich actually prepared AZ. For the foregoing reasons, 
we are not persuaded that the evidence shows that Canich more likely than not 
contaminated the drybox to such a level that it jeopardized its ability to prepare AZ when it 
conducted the steps described supra for its August 16-26, 1988 preparation. 



Stevens: Flaw #4 " Canich Failed To Emplov Correct Analytical Procedures 

The last alleged flaw, according to Stevens (SB 66), is that "Canich failed to employ 

the correct analytical procedures necessary to establish the identity and purity of the metal 

complexes she prepared." In particular, Stevens (SB 76-77) argues that 

As already discussed at length, Canich failed to perform the analytical 
studies necessary to establish the identity of a new compound of the type at 
issue here. In particular, Canich never bothered to conduct routine tests for 
elemental composition. As a consequence, Canich's analytical data is consistent 
with the bis-Cp metal complexes that Dr. Marias testified were the likely products 
of Canich's experiments. 

Moreover, as discussed eariier, the quality of Canich's NMR spectra is very 
poor. Dr. Canich admittedly never bothered to adjust the NMR equipment or to 
properly reference and maintain the data that were obtained. These problems 
undermine her ability to rely on the spectra, particularly the observed chemical 
shifts and integration values to help confirm the identity of the compounds she 
prepared. 

In sum, Canich did not obtain the quality and quantity of analytical data 
necessary for someone skilled in the art to establish the identity of whatever 
metal complexes she made. No amount of flawed data (of the type Canich relies 
upon here) will ever support Canich's asserted synthesis results. 

This alleged flaw does not go to the question of whether Canich actually prepared AZ, 
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which is at issue in this section, but to whether Canich recognized or appreciated that the 
compound it prepared was AZ. Accordingly, we do not address it here. It is more properly 
addressed in the following section where we review whether Canich has satisfied its 
burden, by a preponderance of the evidence, to show it recognized or appreciated AZ when 
it was prepared. 

But for the alleged flaws, Stevens does not appear to question the process for 
actually preparing a catalyst system with AZ and MAO that Canich describes in its brief. 
For the foregoing reasons, we are persuaded that the preponderance of the evidence 
shows that Canich more likely than not actually prepared a catalyst system with AZ and 
MAO when, for example, it conducted the steps desaibed supra for its August 16-26, 1986 

* - « 

preparation. 

Recognition or Appreciation 

In order to satisfy the first prong of the test for establishing an actual reduction to 
practice Canich must also establish that it recognized or appreciated a catalyst system with 
AZ and MAO when it was prepared. Accordingly, the issue here is whether the 
preponderance of the evidence shows that Canich confirmed that the product it had 
obtained was the product they identified as AZ. 

Canich asserts that they did enough analytical testing to convince the inventor and 
others skilled in the art that the inventor in fact prepared the compounds she intended to 
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make. CB 47-48. That testing induded performing a proton NMR on August 26, 1988 (CB 
25) subsequent to the first synthesis [i.e., the August 16-26, 1988 preparation discussed 
supral . as well as NMR analyses on the other three synthesized compounds (CB 29-30), 
and x-ray crystallographic analyses conducted by Dr. Cynthia S. Day. Day's 
crystallographic analysis was conducted subsequent to the fourth synthesis. On March 14, 
1989, Dr. Day orally reported the preliminary results of the analysis to Dr. Canich. Final 
results were reported in August of 1989. Adding to this, Canich relies on NMR spectra for 
AZ^ - a dimethylated version of AZ - obtained from the derivatization work of Dr. Turner, 
conducted independently of inventor Canich (CB 40), to show that the compound on which 
it was based had to be AZ. Prior work on similar compounds and subsequent work by 
others showing inventor Canich's spectra as being consistent with AZ are also relied upon. 
In conclusion, Canich states that "taken as a whole (including the recently published data, 
which confirms Canich's data) it is convincing that Dr. Canich in fact made Compound AZ" 
(CB50). We agree. 

Stevens (SB 1 2-1 3) argues that 

One of the most glaring deficiencies of Canich's case is Dr. Canich's 
failure to use adequate analytical techniques to identify reagents, 
intermediates or products in her experiments. At the top of the list is Canich's 
failure to perfonn any recognized and readily available test to determine the 
elemental composition of the samples through appropriate elemental analysis 
techniques. These techniques, which include combustion analysis and mass 
spectrometry, indicate the percentage elemental composition of the 
compound and, in the case of mass spectrometry, the molecular weight of the 
compound. These two simple, readily available elemental analysis 
techniques, in combination with properly performed NMR spectroscopy and 
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x-ray crystallography, would have distinguished between the intended and 
unintended compounds in every one of Dr. Canich's experiments. Yet, she 
failed to use these techniques in any of her experiments, in addition, Dr. 
Canich's demonstrated lack of basic competency in record keeping and 
careless approach to the use of NMR spectroscopy and other analytical 
techniques makes Canich's evidentiary record of little or no value. In any 
event, even if the NMR tests were properly carried out, they could not, 
without elemental analysis, prove the existence of a metal complex within the 
scope of the count. The basic defect applies to all of Canich's alleged twelve 
reductions to practice and alone defeats Canich's attempt to prove a 
reduction to practice. 

Accordingly, Stevens is presenting two arguments: A) that Canich did not perform an 
elemental analysis and accordingly could not have known whether the sample it obtained 
was a compound within the scope of the count, and B) Canich's record keeping is such that 
there is little or no evidence to substantiate Canich's claim that it in fact made a compound 
within the scope of the count. Because Canich failed to perform an elemental analysis and 
failed to properly docurrient^thjei ,rftsults,,iapOT Stevens, Canich did not recognize or 



appreciate that it prepared a compound within the scope of the count. We review each of 
these two arguments in turn. 
A) Analytical Testing 

Focusing on the August 16-26, 1988 preparation of AZ discussed supra . Canich, in 
meeting its burden of establishing that it recognized and appreciated that it prepared AZ, 
relies on two NMR spectra. This is reflected in the following activity of August 26, 1988, 
reproduced from Canich's Brief: 

• On August 26, 1988, Dr. Canich 

• recrystallized the product a second time (extraction) and obtained yellow crystals. 

• Two proton NMR spectruois of the connpound were taken. 
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• The first was taken before the second recry^allization, and shows presence of the desired 
compound and two major peaks that should not be there. 

• The second NMR spectrum was taken after second recrystallization ... and shows all the proper 
peaks." CB 25. 

With respect to the NMR spectra, Stevens (SB 12-42) argues that (1 ) by employing 
that technique, Canich was not in accord with standard Exxon procedures and (2) such a 
technique cannot distinguish between compounds having similar structure. 

(1) Elemental Analysis 

Stevens (SB 12) asserts that "Canich failed to conduct routine analytical testing 
necessary to establish what was synthesized." Stevens urges that Canich should have 
employed elemental analysis since this was a standard technique for identifying new metal 
complexes. 

Stevens directs our attention to the testimony of Dr. Burkhardt, a Senior Staff 
Chemist at Exxon (SB 14), and Dr. Floyd of Exxon's Materials Characterization Laboratory 
(SB 16). Dr. Burkhardt (SB 15) testified that a schematic representation of a compound 
based on NMR spectra may be incorrect. Dr. Burkhardt does not state, as Stevens 
appears to suggest (SB 15), that NMR spectra are "inadequate" to characterize compounds 
such as AZ. Depending on other circumstantial evidence, it is quite possible that a 
schematic representation of a compound based on NMR spectra could be correct. That is 
apparently the situation here. Canich (CRB 53) is not relying on the NMR spectra as the 
sole evidence proving that AZ was prepared. For example, Canich (CB 48) points out that 
Dr. Canich "was not starting from scratch," basing the resulting compound as well as its 
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method of preparation on the scandium compounds previously prepared by Dr. Bercaw. 
This is buttressed by the clear similarity between what Dr. Bercaw prepared - 
Me2Si(C5Me4)(N-t-butyl)ScCI - and what Dr. Canich intended to prepare - Me2Si(C5Me4)(N-t- 
butyl)ZrCl2. Regarding Dr. Floyd, the testimony he provides (SB 16) establishes that 
Canich was authorized to make a request to Dr. Floyd for an elemental analysis of the 
product Canich made. Neither Dr. Burkhardt nor Dr. Floyd have testified that elemental 
analysis was either necessary or required. 

Stevens (SB 1 7-24) further directs our attention to the testimonies of Dr. Bercaw, an 
Exxon consultant (SB 1 7), Dr. Cynthia Day, the president of Crystalytics Company and the 
person who performed the x-ray crystallographic analyzes mentioned earlier (SB 19), Dr. 

t 

Jordan, a Professor of Chemistry at the University of Iowa, and Dr. Parkin, a Professor of 
Chemistry at Columbia University. Stevens (SB 25-27) also mentions Dr. Stevens, Dr. 
Wilson, and other Stevens' experts (i.e., Drs. Marks, Ibers, Landis and Waymouth) and 
cities publications. In each instance, Stevens seeks to make the case that elemental 
analysis is the routine, simple, well-established and widely accepted means of identifying a 
new compound. Stevens also cites Berges v. Gottstein . 618 F.2d 771 , 772-73, 205 USPQ 
691 , 692-93^® (CCPA 1980), one of the facts in the case being that an independent 
laboratory conducted an elemental analysis to confirm the identity of a compound. 
According to Stevens, "[e]ven the legal authorities upon which Canich relies endorse the 



"standard elemental analysis determining carbon, hydrogen, and nitrogen percentages." 
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importance of elemental analysis" (SB 28). 

There is no dispute that elemental analysis is a routine, simple, well-establishecl and 
widely accepted means of identifying a new compound. Furthermore, Canich does not 
appear to disagree that elemental analysis was a standard procedure used in Exxon. 
However, it is not clear why Canich should be limited to that procedure. The question of 
whether Canich recognized the compound it made was AZ does not turn on whether any 
specific procedure is the routine, simple, well-established and widely accepted method or 
the standard used in Exxon. Rather it depends on whether the analytical test used to 
perform the analysis shows the result to be the compound Canich alleged it to be. In our 
view, that is what Canich has done. 

We are not persuaded by Stevens' argument that Canich needed to conduct routine 
analytical testing necessary to establish what was synthesized. Whether or not Canich 
recognized or appreciated that it prepared AZ depends not on whether Canich conducted 
an elemental analysis, as conclusive as such a test might be, but on the evidence as a 
whole. That evidence, as we have discussed supra , shows more likely than not that Canich 
recognized and appreciated that it had prepared AZ prior to the August 31 , 1 989 priority 
date. Accordingly, Stevens has not persuasively shown that Canich did not recognize or 
appreciate that it prepared AZ. 

Compare with the standard used in evaluating tests establishing utility: "[T]t\e inquiry is not what kind 
of test was conducted, but whether the test conducted showed that the invention would work as intended 
in its contemplated use." Eastern Rotorcraft Corp. v. United States . 384 F.2d 429, 431 , 155 USPQ 729, 
730(Ct. CI. 1967). 
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(2)NMR 

According to Stevens (SB 29), "Canich's proton NMR spectra could not have been 
used to reasonably identify the new metal complexes Canich alleges were synthesized." In 
other words, Stevens is arguing that, irrespective of the fact that Canich did not perform an 
elemental analysis, the NMR spectra provided by Canich does not show the result to be the 
compound Canich alleges it to be. 

Stevens (SB 30-35) discusses a number of problems with respect to Canich's NMR 
spectra. This includes operator errors (SB 31 ), that the spectra provide information only 
about protons (SB 30). the poor quality of the spectrum due to, for example, impurities (SB 
30), lack of proper referencing of the spectrum (SB 31 ), improper labeling and maintaining 
of the spectra (SB 32), potential pulse delay problems (SB 33), poor shimming of the 
spectra resulting in, for example, poor peak resolution (SB 34), and poor technique as 
evidenced by different chemical shifts for the same compound tested in the same solvent 
(SB 35). As a result, according to Stevens, "Canich's proton NMR spectra ... are 
consistent with the presence of unintended bis-Cp metal complexes that were the likely 
result of Canich's syntheses" (SB 36). Stevens (SB 36-40) goes on to discuss the similarity 
one can expect in proton NMR spectra, especially in terms of chemical shifts, for both 
unintended and the intended compounds. 

The evidence does not establish, and Stevens does not dispute it. that Canich's 
NMR spectra are inconsistent with an identification of AZ. Stevens argues only that 
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Canich's proton NMR spectra are consistent with the preparation of other unintended bis- 
Cp metal complexes. However, even if that were the case, Canich need not and does not 
rely solely on the NMR spectra for the analytical testing necessary to establish that it 
recognized and appreciated that it prepared A2L 

Consistent with Young v. BuUitt . 233 F.2d 347, 352, 110 USPQ 55, 59^° (CCPA 
1 956), Canich (CRB 49) submits that the evidence, taken as a whole, establishes "by a 
preponderance of the evidence that Dr. Canich actually prepared the mono-Cp compounds 

4. 

that she thought she synthesized." Canich (CRB 50) points out that, in addition to the 
proton NMR, X-ray crystallography was also perfonned. In this regard, Canidi (CB 50) 
argues that Dr. Day's X-ray crystal structure determination of a sample of AZ "is consistent 
with the X-ray crystal stmcture data of compound AZ recently published by Dr. Petersen." 

Stevens (SB 41 -42) responds j|ia^^^ ) the sample Dr. Day characterized is not 
related to any of Dr. Canich's synthesis experiments and (2) the crystallographic analysis 
Dr. Day performed could not detect the difference between, for example, a niobium and a 
zirconium complex. However, Stevens does not dispute that, on February 28, 1989, well 
before the August 31 , 1989 priority date. Dr. Canich sent a letter with a sample alleged to 
be of AZ to Dr. Day for x-ray crystallographic characterization (CX 31 0; CR 98-99). Dr. Day 
began the detenninatlon on March 13, 1989 (CB 18) and telephoned Dr. Canich on March 

28 

"[l]t is not necessary that the product relied on by a party ... be identified with absolute certainty, or 
that a corhplete analysis should invariably be made. It is sufficient if the evidence, taken as a whole, 
establishes, with reasonable certainty, the identity of the product." 
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14, 1989, with a final report on August 9, 1989, establishing that the sample had a structure 
consistent with AZ (CX 1 88). This too Stevens does not dispute. Given that AZ was 
prepared four times, the last time in October 1988, and that it was the subject of continuing 
analyses, through NMR and other techniques, the preponderance of the evidence is that 
around March 1989 Dr. Day tested a sample that had been earlier synthesized by Dr. 
Canich. The preponderance of the evidence also supports a conclusion that the sample 
Dr. Day characterized was a zirconium rather than a niobium complex. The x-ray data Dr. 
Day provided to Dr. Canich is consistent with later x-ray data provided by Dr. Petersen for 
the zirconium complex (CB 39). Also, as we noted supra . Canich (CB 48) "was not starting 
from scratch." Canich sought to prepare a zirconium alternative to the scandium 
compounds previously prepared by Dr. Bercaw. 

Given the evidence taken as a whole, the preponderance of the evidence shows 
that Canich confirmed through analytical testing, including proton NMR spectra and x-ray 
crystallographic techniques, that the product it had obtained was the product Canich 
identified as AZ. 

B) Record Keeping 

Stevens also argues that Canich's record keeping was such that there is little or no 
evidence to substantiate Canich's claim that it in fact made a compound within the scope of 
the count. 
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The issue of documentation is raised by Stevens (SB 42-64) with respect to: 

• 

• laboratory practices as to preparation; 

• analytical data (e.g., proton NMR spectra); 

• utility (i.e., polymerization); 

• corroboration as to preparation; and, 

• corroboration as to utility. 

At issue here is whether Canich has established with a preponderance of the evidence that 
it recognized or appreciated AZ when it was prepared. Accordingly, we limit our discussion 
here to the documentation as to laboratory practices and analytical data and discuss the 
documentation issue with respect to utility and corroboration infra in the sections entitled 
"Utility" and "Corroboration", respectively. 

According to Stevens, Stevens takes the position that "Canich's synthesis 
experiments are not properly documented" (SB 51 ). The reason for this is, according to 
Stevens, that "Dr. Canich failed to follow Exxon's routine practices and procedures for 
properly documenting her research efforts" (SB 42). Stevens argues that Canich violated 
Exxon procedures on how to record analytical data (SB 45). Certain passages referred to 
as "Exxon's protocol" are reproduced in Stevens' Brief (SB 44^8), wherein Stevens 
compares Canich's actions to the protocol, concluding therefrom that Canich did not 
exercise the necessary care to ensure that no question of reliability and authenticity could 
be raised (SB 47). According to Stevens (SB 48), 

Canich's failures to have the experiments properly dated, signed and 
witnessed has necessitated Canich's attempt to invoke the so-called 
"cohesive web" theory. However, these same failures, as well as evidence of 
alteration of data, preclude reasonable reliance on Canich's laboratory 
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notebooks or the analytical results alleged to relate thereto as evidence of 
priority of invention or discovery. 

Canich responds (CRB 24-38) with a discussion of the documentation on record. 
According to Canich, the documentation on record shows that Dr. Canich's practices 
conformed with Exxon's policy concerning record keeping practices. 

The parties disagree as to whether Canich followed standard record keeping 
practices set forth by Exxon for its researchers. However, the issue here is whether Canich 
has shown, through contemporaneous records, that it actually prepared, for example, AZ 
and recognized it before the August 31 , 1 989 priority date. The issue is not whether 
Canich violated the rules set forth by Exxon, even though the rules may have been for the 
purpose of clarifying questions of priority. 

In our view, the record is extensive. The record is replete with documents showing 
in clear and detailed language the steps Canich followed in actually preparing and 

♦ 

analytical testing mono-Cp compounds. Based on a preponderance of the evidence, we 
find that Canich properly documented the results to such an extent that, more likely than 
not, Canich recognized and appreciated that it prepared a compound within the scope of 
the count as well as a catalyst system comprising such a compound. and an alumoxane. 

Utility 

Whether a practical utility has been established for a novel compound is a question 
of fact. To show reduction to practice, the junior party must demonstrate that the invention 
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is "suitable for Its intended purpose." Steinberg v. Seitz . 517 F.2d 1359, 1363, 186 USPQ 
209. 212 (CCPA 1975). 

Canich argues that "each mono-Cp compound was tested for utility as a component 
of a polymerization catalyst" (CB 20). According to Canich (CB 20-21 ), polymerization 
experiments were conducted and the resulting polymers were tested by gel permeation 
chromatography. The compounds were active catalysts for olefin polymerization and, 
according to Canich (CB 21), "typically produced narrow molecular weight distributions." 
Canich's Brief (CB 26-29) provides a detailed description of a polymerization run with AZ 
conducted by Mr. Upton on September 1 , 1988. Documentation for this run is alleged to be 
provided by a laboratory notebook and a preprinted sheet taped Into the notebook (CB 26). 
Mr. Upton's run is con-oborated by Dr. Canjch's "September Update" to Dr. Chow (CX 
1339; CR 34-35). Other polymerization runs are also discussed, (e.g., at CB 29-30), This 
shows that Canich recognized a specific practical utility for an embodiment of the count. 

In rebutting Canich's evidence of utility, Stevens argues that "Canich's proofs 
strongly suggest that bis-Cp metal complexes were responsible for the observed 
polymerization activity" (SB 105) and that Canich "failed to take any steps to identify ... the 
components in the catalyst system that were responsible for the polymerization that she 
reported" (SB 106). Steven's rebuttal is unpersuasive. 

There is no dispute that Canich used a compound it had synthesized to conduct the 
polymerization. Moreover, Stevens provides no evidence that the polymerization activity 
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that occurred \A4ien Canich conducted its experiments could not have been obtained from 
the use of a mono-CP compound. Together with the preponderance of the evidence 
showing that Canich actually prepared AZ and recognized and appreciated that it had 
made AZ, the circumstantial evidence weighs in favor of a conclusion that, when Canich 
conducted the polymerization, it did so with a moni>Cp compound. 

Accordingly, the preponderance of the evidence establishes that the mono-Cp 
compound Canich prepared operated and was suitable for its intended polymerization 
purpose. 

Corroboration 

Canich "must provide independent corroborating evidence in addition to his own 
statements and documents." Hahn v. Wong . 892 F.2d 1028, 1032-33, 13 USPQ2d 1313, 
1317 (Fed. Cir. 1989). Inveritbir's t^irti^ inventor's activities rn reducing an 

embodiment of the count to practice must be corroborated by some independent evidence. 
Reese v. Hurst . 661 F.2d 1222, 1226, 211 USPQ2d 936, 940 (CCPA 1981). 

Canich (CB 56) argues that it has "provided a cohesive web of corroborative 
evidence." Canich*s case for corroboration is presented in its brief at CB 54-57, supported 
by facts discussed at CB 5-21 . Stevens presents a rebuttal to Canich's position, in part, at 
SB 1 07-1 1 2. Canich replies to Steven's rebuttal at CRB 66-94. 

We turn now to the evidence and determine whether it is sufficient to show that 
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Canich has established a "cohesiveness in the web of allegedly corroborating evidence," 
Beroes v. Gottstein . 618 F.2d 771, 776, 205 USPQ 691, 695^ (CCPA 1980). In doing so, 
we apply a "rule of reason," Anderson v. Pieoer . 442 F.2d 982, 985, 169 USPQ 788, 790 
(CCPA 1971 ). We remain mindful that "[cjorroboration is not a ritual but a method for 
determining the veracity of the testimony," Matter v. Cooleoem . 530 F.2d 1 391 , 1 395, 
189 USPQ 201, 203 (CCPA 1976). 



Actual Preparation 

According to Canich, corroboration for the actual preparation of a mono-Cp 
compound within the scope of the count, such as AZ, is established by, for example, the 
following: 

• Dr. Chow (CR 1 37) declares that Dr. Canich joined his Polymer Research Group at 
Exxon in September 1 987; 

• Dr. Chow (CR 1 37) asked Dr. Canich to prepare a research proposal along the 
lines of the groups areas of interest - i.e., the "EX-300 project" involving group 4 



"A different situation existed in Mikus v. Wachtel . supra . fMJkus v. Wachtel . 542 F.2d 1 157, 
191 USPQ 571 (CCPA 1976)] cited by the Board as requiring acts entirely independent of the inventor. 
At first glance, the problem there appears similar to the instant one. An unwitnessed notebook was 
submitted with no firsthand knowledge of a synthesis by co-workek. Independent analyses of a 
compound within the count, however, were performed, A critical difference in Mikus was the lack of 
cohesiveness in the web of alleQedIv corroborative evidence [our emphasis] on which Mikus relied. As 
this court noted, consistency among the individual components of evidence was not clearly established. 
For example, some of the analyses were performed on compounds not carrying the proper label. 
Significantly, the inventor had specifically assigned a suffix to his label which denoted the completion of 
a necessary process step in the synthesis of the composition of the count. Such a situation does not 
exist in this case. 

Nor can we agree with the board's statements implying that corroborators must have been 
present at the actual work site or have known something about it other than what was reported to them, 
for which it cited Patterson v. Clements . 30 CCPA 1262, 136 F.2d 1002, 58 USPQ 539 (1943), a case 
involving a single corroborating witness. Corroborative testimony does not necessarily have to be an 
actual witnessing of the reduction to practice by one who understands what is going on in order to be 
adequate. Sufficient circumstantial evidence of an independent nature can satisfy the corroboration rule " 
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metal bis-Cp compounds - and he (along with Drs. Burkhardt, HIatky. Turner and 
Welbom) received such a proposal (CX 1 338 and 75) on or about October 23. 1 987; 

• Dr. Chow (CR 1 38-1 39), among others, decided that Dr. Canich begin work on one 
of her proposed research projects, to work on group 5 metal compounds, but to 
spend half her time on the EX-300 catalyst system; 

• Dr. Chow (CR 140), among others, received a Monthly Update on or about May 2, 
1988, from Dr. Canich with respect to her work on the EX-300 project wherein she 
states "Zirconium chemistry was initiated ... [t]he plan of attack ... will most likely 
include ... mono-Cp zirconium complexes ... which may or may not be bridged to the 
Cp ring" (CX 1285); 

• Dr. Chow (CR 141 ) declares that Dr. Canich, also around May 2, 1988, "also 
reported about a scandium containing compound prepared by Bercaw et al. that 
reportedly polymerizes propylene"; 

• a copy of a purchase requisition form (CX 81 ) prepared by Dr. Canich and 
approved by Dr. Chow (signed April 21 , 1988) shows certain chemicals to be 
purchased from Aldrich which Dr. Chow (CR 142) declares 'Nvere to be used to 
prepare the zirconium Me2Si(C5Me4)(N-t-Bu)ZrCl2"; 

• a meeting (summarized in Dr. Chow's May 17,1 988 memorandum - CX 1 353) was 
held on May 6, 1988 and, according to Dr. Chow's Declaration (CR 142), attended 
by Drs. Canich, Chow, Burkhardt, HIatky, Pannell, Turner and Welbom and Mr. 
Finkelstein, in which Dr. Canich's work on mono-Cp Group 4 compounds was 
discussed; 

• on May 19, 1988, Dr. HIatky (CR 223, CX 1286) signed a patent memorandum 
"listing Dr. Canich as the inventor of 'Mono-Cp Group 4 complexes with MAO 
[methylalumoxane]: Olefin Polymerization Catalysts"; 

• the chronology of events set forth above is also corroborated by Dr. Turner (CR 
544-557); 

• Dr. Chow (CR 148) prepared a weekly update on June 6, 1988 and provided a copy 
to his superior, Dr. Matagna, wherein it states that "Dr. Canich ('Joann' [sic]) 'is 
working on the synthesis of the amide bridged zirconium metallocene' and '[t]his is 
the first mono Cp DICOP that we are attempting to synthesize and it will be used in 
the EX-300 system as well'"; 

• Dr. Turner (CR 547) declares that, in the summer of 1 988, he became aware that 
"Dr Canich was lacking the tetra methyl-cyclopentadienyl compound for use in her 
experiments for synthesizing mono-Cp compounds", whereupon Dr. Turner 

o called Dr. Bercaw for a preparation of the compound, which was sent by 

Pamela Shapiro (CX 91); 
o prepared, along with Dr. Welborn and T.A. Mathew, the compound from the 

preparation sent by Shapiro; and, 
o "gave my portion of the yield to Dr. Canich for her use in preparing the 
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mono-Cp compounds" (CR 548-549); 

• laboratory notebooks of Dr. Canich were witnessed and signed by Drs. Welbom, 
Turner or HIatky (CX 1 373, CX 1400) and monthly updates for June, July and 
August, 1988, were distributed (CX 1332, 1339, 1340). all indicating Dr. Canich's 
continued work on and final preparation of the mono-Cp compound; and, 

• Dr. Turner (CR 550) declares that, by September 30, 1988, he obtained a quantity 
of the Me2Si(C5Me4)(N-t-Bu)ZrCl2 finally synthesized by Dr Canich and gave this to 
Mr. Zamora who, at Dr. Turner's request, performed a dimethylation experiment on 
the sample (CX 1314). 

Recognition or Appreciation 

According to Canich, corroboration for the recognition or appreciation of the 
synthesized mono-Cp compound is established by, for example, the following: 

• On March 1 3, 1 989, Dr. Day completed an x-ray crystallographic analysis of a sample 
received from Dr. Canich and Dr. Day reported to Dr. Canich (CX 188) that the sample 
was Me2Si(C5Me4)(N-t-Bu)ZrCl2; and, 

• Dr. Turner (CR 550-554) declares that, by way of Mr. Zamora's work, he characterized 
the dimethylated derivative (i.e., Me2Si(C5Me4)(N-t-Bu)Zri\/Ie2) of Dr. Canich's 
compound with proton NMR, and with the assistance of Dr. Eckman did the same with 
carbon-1 3 NMR, and thereby verified that Dr. Canich supplied the compound 
Me2Si(C5Me4)(N-t-Bu)ZrCl2. 

Utility 

According to Canich, corroboration for the utility of the synthesized mono-Cp 

* 

compound is established by, for example, the following: 

• Mr. Upton (CR 601 -61 3) declares that he performed separate polymerization 
experiments "for Dr. Canich using various mono-Cp compounds prepared and supplied 
to me by Dr. Canich and using MAO as the cocatalyst during the period from December 
1988 through May of 1989" (CR 601). 

The corroborating evidence discussed supra do not appear to be in dispute. Stevens 
argues (SB 108-113) instead that 
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■ "Dr. Canich clearly did not follow the practices and procedures required by 
Exxon to document and confirm that a metal complex of the count was made." 
SB 108; 

■ "Canich did not perform the routine tests necessary to establish the identity or 
whatever was made." SB 110; 

■ "Canich also did not follow Exxon's routine practices for making, handling and 
documenting her research efforts." SB 1 1 1 ; 

■ "... the credibility of Canich's notebooks, proton NMR and carbon NMR spectra 
is hopelessly compromised." SB 1 12. 

■ "It is also telling that Canich fails to offer any analysis of a retained sample of the 
compounds that she made, with no explanation as to why no sample of the many 
that were claimed to have been made has surfaced." SB 1 1 3. 

Stevens' arguments against Canich's corroborating evidence are unpersuasive. 
These arguments go less to the issue of corroboration than to Canich's position with 
respect to establishing each element of the two-prong test for demonstrating an actual 
reduction to practice. We have addressed similar arguments in our discussion supra of the 
two-prong test. Suffice it to say that the issue here is whether Canich has established 
independent corroborating evidence. Whether or not Dr. Canich followed, for example, 
certain previously prescribed procedures is irrelevant to the issue of corroboration. 

In our view, we do not see that Stevens fairly and reasonably attacks the issue of 
corroboration. The "rule of reason" involves a reasoned determination as to the credibility 
of the inventor's story based on an examination, analysis and evaluation of the record as a 
whole. Berqes v. Gottstein . 618 F.2d 771, 776, 205 USPQ 691, 695 (CCPA 1980). To 
that end, there is a cohesiveness in the web of allegedly corroborating evidence. Canich 
provides independent evidence through declarations of researchers other than Dr. Canich, 
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and with supporting documents, to show a chronology of events beginning in Septemt)er of 
1 987, when Dr. Canich began work with Dr. Chow, through the conception phase during 
which a research proposal was submitted with a corresponding meeting, purchase of 
ingredients in April 1988, preparation of an intermediate in the summer of 1988, and finally 
in August 1 988, with the preparation of an embodiment within the count. Similariy, 
Independent evidence has been provided showing that, prior to the priority date of August 
31 , 1989, Dr. Canich recognized and appreciated what she made and established a 
practical utility for the synthesized compound. Accordingly, we are satisfied that, based on 
the record as a whole, the preponderance of the evidence weighs in favor of a conclusion 
that independent corroborative evidence exists for Dir. Canich's testimony in support of 
Canich's position that an actual reduction to practice occurred prior to the August 31 , 1 989 
priority date. Canich has, in our view, satisfactorily shown the veracity of Dr. Canich's 
testimony. 

For the foregoing reasons, we find that, more probable than not, prior to August 31 , 
1 989, Canich actually prepared AZ as well as a catalyst system comprising AZ and MAO 
and recognized that the system it prepared comprised AZ and MAO, and recognized a 
specific practical utility for it. Canich's testimony in support thereof is sufficiently 
corroborated. Accordingly, Canich has satisfied its burden and prevails as to the issue of 

m 

priority. 
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OTHER ISSUES 

I. Stevens includes a section in its brief entitled "XII. Stevens' Claims Are 
Patentable" ( SB 206). 

Within this section, the following two requests are made. 

A. Stevens (SB 207) points out that 

Judge Downey separately held that Stevens' claim 24 defines a separately patentable 
invention, Paper No. 227 at 14-16. However, she redeclared this interference with 
Stevens* claims 5-6, 24 and 27-28 designated as corresponding to the count. 
Presumably claim 24 was not intended to be included in the redeclaration. 

Stevens is apparently requesting clarification of the status of claim 24. 

Stevens moved pursuant to 37 §1 .633(c)(4) to redefine the interfering subject matter 

by designating Stevens claim 24 as not corresponding to the count (Stevens Motion 4, 

paper no. 13). Stevens Motion 4 was granted in the Decision on Motions (paper no. 227). 

Furthennore, the parties have agreed that Stevens Motion 4 is pending without opposition 

(paper no. 505). Accordingly, Stevens claim 24 remains designated as not corresponding to 

Count 2. We clarify the record by indicating hereat that Stevens claim 24 was not intended 

to be included in the redeclaration (paper no. 229). 

B. Stevens "asks the Board to grant Stevens' request to add claim 121-128" (SB 
208) and states that "Stevens' claims 121-128 should be designated as corresponding to 
the count and held patentable" (SB 219). 

According to Stevens (SB 206-7), this request has its origins with Canich Motion 5 
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(paper no. 27) - whereby Canich moved pursuant to 37 CFR §1 .633(a) for judgment with 
respect to Stevens' claims 5, 6, 24, 27 and 28 corresponding to the count on the grounds 
that they were unpatentable to Stevens under 35 U.S.C. §112, first and second paragraphs, 
§1 02, §1 03, and double patenting. In response thereto, according to Stevens (SB 206-7), 
Stevens: 

• opposed Canich Motion 5 and moved under §§1 .633(i)/1 .633(c)(2) to redefine the 
Interfering subject matter by canceling claims 5, 6, 24, 27 and 28 and replacing them 
with claims 59, 61, 63, 65, 77, 79-80, 100-101, 106, 107 and 108 (Stevens Motion 17, 
paper no. 117); 

• belatedly moved, in response to Canich's opposition to Stevens' Motion 1 7, under 
§1 .633(c)(2) to redefine the interfering subject matter by canceling claims 59, 61 , 63, 
65, 77, 79-80, 100-101, 106, 107 and 108 and replacing them with claims 121-128 
(Stevens Motion 28, paper no. 1 38); and, 

• requested leave to file belated Stevens Motion 28 (Stevens Motion 23, paper no. 133). 

The Decision on Motions (paper no. 227) indicates that decisions on Canich Motion 5, 
Stevens Motions 1 7, 23, and 28 were deferred to final hearing.^ 
As we understand it, Stevens is requesting that claims 5, 6, 24, 27 and 28, all of which 
except claim 24 (see supra ) are designated to correspond to the count, be canceled and 
claims 121-128 be added in their place. Stevens makes this request because otherwise 
"the Board will need to address the issues relating to the patentability of Stevens' first 
amended claims (i.e., claims 59-66, 77, 79-80, 100-101, 106, 107 and 108" (SB 208). 
However, that section in Canich's Brief (CB 58-1 16) which is devoted to the unpatentability 
of Stevens' claims has been redacted in accordance with an agreement of the parties. 



We note that Canich Motion 5 has been withdrawn from consideration (paper no. 504) and Stevens 
Motions 17, 23 and 28 are pending without opposition (paper no. 505). 
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Therefore, Stevens provides us with no good reason to grant the request. Moreover, we 
see no reason to make an additional determination with respect to substituting claims 121- 
128 for claims 5, 6, 24, 27 and 28 given that Stevens has not prevailed on the issue of 
priority and therefore, even if granted, Stevens would nevertheless not be entitled to claims 
121-128 corresponding to Count 2. Accordingly, Stevens' request to substitute claims 121- 
128 for claims 5, 6, 24, 27 and 28 is DENIED .^^ 



II. Stevens includes a section in its brief entitled "XIII. Metal Complexes in the +3 
Oxidation State Are Patentabiy Distinct ' (SB 220-255). 
In this section of Stevens* Brief, Stevens states: 

The preliminary decision granting Stevens' Motion No. 4 is no longer challenged by 
Canich. In the Preliminary Decision, the APJ ruled that metal complexes in the +3 
oxidation state are patentabiy distinct from the count. See Decision on Preliminary 
Motions, Paper No. 227. at pages 14-16. Pursuant to the parties' agreement, 
Steven's Motion No. 4 is no longer opposed and Canich's Motion No. 1 5 has been 
withdrawn. 

Since no action is being requested, no further comment is needed. 



III. Stevens includes a section in its brief entitled "XIV. Stevens' Claims That Require 
Non-Alumoxane Cocatalysts Define A Patentabiy Distinct Invention" (SB 256-270). 
In this section of Stevens' Brief, Stevens (SB 259) states thaf'Stevens' claim 162 



We also point out that a party cannot remove involved claims from an interference and thus avoid 
their cancellation under 35 U.S.C. 135(a) in the event of a final judgment adverse to that party. See 
Nelson v. Drabek . 212 USPQ 98, 99 (CommY Pats. 1979) and Theeuwes v. BoQentoft . 2 USPQ2d 1378, 
1379 (CommY Pats. 1986). 
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defines a patentably distinct invention and sliould be designated as not corresponding to 
the count." 

Stevens (SB 259, footnote 687) explains that 

Stevens' Motion No. 7 (Paper No. 16) requested that claims 27-28 be designated as 
not corresponding to the count; Stevens' Motion No. 17 (Paper No. 117) requested 
that Stevens' claims 80 and 100 be substituted for claims 27-28; and Stevens' Motion 
Nos. 38 [paper no. 356] and 40 [paper no. 358] requested that claim 162 be 
substituted for claims 80 and 100. 

Accordingly, this request has its origins in Stevens' Motion 7 (paper no. 16). 

Stevens Motion 7 was made pursuant to 37 CFR §1 .633(c)(4) and seeks to redefine 

the interfering subject matter by designating Stevens claims 27 and 28 as not 

corresponding to the count. The motion was deferred to final hearing (see Dedsion on 

Motions, paper 227, pp. 17-23) in order to allow Stevens at al. 

(1 ) to con-ect their specification by motion [the motion to be filed no later than the 
close of their testimony period] (2) provide a comparison of Nickias experiments 
where the conditions are the same and the only difference is the cocatalyst employed 
(3) clarify any other inconsistencies in Table V (4) show that the compounds used in 
the Neithamer and LaPointe declarations were known Lewis acids and ammonium 
salts useful as catalysts in olefin polymerization (5) that the compounds selected are 
representative of the class of Lewis acids and ammonium salts and (6) to prepare, if 
necessary, a direct comparison of the Lewis acids and ammonium salts with 
aluminoxanes. 

Stevens responded with Motion 37 (paper no. 355) filed pursuant to 37 CFR §1 .635 
requesting leave to file Motion 38 and, contingent on the granting of Motion 37, Motion 38 
(paper no. 356) filed pursuant to 37 CFR §1 .635 moving 

4 

to enter amendment "I" in its involved application Serial No. 07/545,403 (1 ) to correct 
typographical errors therein, and (2) to have Chum, Devore, Savickas, Gunderson, 
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and Bokota declarations, submitted herewith, considered in connection with the party 
Stevens et al.'s 37 CFR 1 .633(c)(4) motion No. 7 to designate the '403 application's 
claims 27 and 28 as not corresponding to the count. 

Attached to the motion is Amendment "I". Amendment "I", which has been filed as 

■ 

paper no. 41 in Stevens application 07/545,403 but which has not yet been entered, 
amends the application by deleting, on page 62, Examples 67, 74 and 75 from Table V. as 
well as footnote e). According to Stevens, footnote 2 at p. 4 of Stevens Motion 7 (paper no. 
16), these examples contained errors with respect to the indicated cocatalyst and 
temperature. These are the errors which the APJ allowed Stevens to correct by this 
subsequent motion. 

* 

in answer to the APJ's other concerns, Stevens has submitted the Chum (SR 608), 
Devore (SR 592), Savickas (SR 61 9), Gunderson (SR 604), and Bokota (SR 61 4) 
declarations. The Devore declaration, for instance, shows a direct comparison of olefin 
polymerizations using the Group 4 metal complex with an ammonium salt and with MAO, 
the result being that the ammonium salt catalyst yielded a polymer with a more narrow 
molecular weight distribution. The Chum declares that the observed more narrow molecular 
weight distribution was significant and *Nvould inevitably produce a significant, and 
commercially valuable difference in the physical properties and end uses of film products 
made from such ethylene/1 -octyene copolymers" (SR 61 1 ). Accordingly, Stevens has 
satisfied its burden of proof of establishing that the catalyst of Stevens' claims 27 and 28, 
directed to a catalyst comprising the recited metal coordination complex and an activating 
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cocatalyst of, for example, an ammonium salt, is separately patentable from the other 
claims corresponding to the count directed to using an alumoxane like MAO. 

Accordingly, Motion 38 satisfies the objections to Motion 7 set forth in the Decision 
on Motions. Furthermore, Canich initially opposed the motion (see Opposition No. 37, 
paper no. 364) only on the grounds that it was improperly filed and served and that 
opposition has since been withdrawn (see paper no. 375). Canich's oppositions to 
Stevens' motions 7 and 37 have also been withdrawn. 

Accordingly, upon the entering of Amendment "I" to Stevens application 07/545,403 
by the examiner In charge, Stevens Motion 7 is GRANTED and Stevens claims 27 and 28 
are designated as not corresponding to the count. The granting of this motion is reflected 
in the attached Redeclaration (paper no. 525). 

Regarding Stevens' motions 1 7 and 40, as we understand it, Stevens is requesting that 
claims 27 and 28, which are designated as not corresponding to the count (see supra ), be 
canceled and claims 80, 100 and 162 be added in their place. Stevens makes this request 
because "if the Board disagrees, those patentability arguments [that were set forth in 
Canich Motion 5^^; i.e., claims 27-28 are unpatentable under 35 U.S.C. §112, first and 
second paragraphs, §102, §103, and double patenting; see SB 257] will have to be 
considered" (SB 270). However, that section in Canich's Brief (CB 58-1 16) which is 
devoted to the unpatentability of Stevens' claims has been redacted in accordance with an 



The parties have withdrawn this motion from consideration (paper no. 504). 
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agreement of the parties. Therefore, Stevens provides us with no good reason to grant the 
request. Moreover, we see no reason to make an additional determination with respect to 
substituting claims 80, 100 and 162 for claims 27 and 28 given that claims 27 and 28 are no 
longer in the interference. We also emphasize that "there is a long-standing practice of not 
permitting an applicant in an ordinary application to file a preliminary motion to add claims 
to its ordinary application for the purpose of having those claims designated as not 
corresponding to the count." Winter v. Fujita, 53 USPQ2d 1234 (Bd. Pat. App. & Int. 1999), 
citing UEsperance v. Nishimoto, 18 USPQ2d 1534, 1537 (Bd. Pat. App. & Int. 1991). 

Accordingly, Stevens' request to substitute claims 80, 100 and 162 for claims 27 and 
28 is DENIED . 

IV. Stevens includes a section in its brief entitled "XIV. The Titanium Subgenus Is A 
Separately Patentable Invention" (SB 271-284). Therein Stevens (SB 273) states that 

The record unquestionably shows that the titanium subgenus is separately 
patentable from zirconium, hafnium, titanium genus, and that Stevens is the inventor 
of the titanium subgenus. The Board's Decision should clearly reflect these facts in 
order to resolve all issues between the parties. 

Consequently, the Board should reverse the decision denying Stevens* 
Motion No. 12 to add the titanium subgenus count. ... 

As Stevens (SB 272) acknowledges, the titanium subgenus was the subject matter 
of the count in a separate interference - 103,819 - declared between Canich's U.S. Patent 
5,096,867 and Stevens* 07/545,403 application. Accordingly, a determination has already 
been made that the titanium subgenus is separately patentable from the zirconium, 
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hafnium, titanium genus involved in this Interference. Judgment in interference 103,819, as 
to the subject matter of the count, i.e., the titanium subgenus, was awarded to Stevens and 
Stevens was entitled to claims in its 07/545,403 application corresponding to the count. 
Accordingly, the request to review the APJ's decision in the Decision on Motions denying 
Stevens' Motion No. 12 to add a titanium subgenus to this interference is MOOT . 

IV. Canich (CB 1 56-1 71 ) provides a section entitled "Canich's Claims." 

This section of Canich's brief has been carefully reviewed but it does not appear 
to contain a request for relief. This section appears to respond to arguments made by 
Stevens during the interference proceeding with regard to the unpatentability of 
Canich's claims corresponding to the count. However, Stevens' brief contains no such 
arguments and therefore Stevens' has abandoned that position. Photis v. 
Lunkenheimer, 225 USPQ 948 (Bd. Pat. Int. 1984). Also, we note that Stevens' Motions 
2 and 16, which Canich addresses in the brief (CB 158), have been withdrawn from 
consideration (paper no. 504). Accordingly, because there Is no request for relief, no 
further comment is necessary. 
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All the issues having been addressed, we enter Judgment. See Paper no. 526. 
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